
STATEMENT OF CONSIDERATIONS 

CLASS WAIVER OF THE GOVERNMENT'S DOMES'I'!C: AND FOREIGN PATENT 
RIGHTS AND ALLOGATION OF DATA RIGHTS ARlSlNG FROM THE USE OF 
DOE FACI L!TIES ANP FACILITY CON1'RACTORS BY OR FOR Tl !IRD-PARTY 
SPONSORS: DOE W A.IVER NO. W(C)-2011-009. 

Introduction 

The Deparlrnenr of Energy (and its predecessor agencies) (collectively. '·DOE'' or "Department") 
considers each of its DOE Facilities (i.e .. National Laboratories, single-purpose research facilities, and 
other Department faci lities hereinafter referred to individually as '·Facility'' or collectively as "Facilities '') 
a unique and valuable national resource that should be made available to the extent feas ible for non­
Federal research and development activities and studies for third-party Sponsors. 

Over the years. DOE has devciOIJlCd various policies, orders and regulations describing the terms and 
conditions under which third parties can access DOE F8cilities and expertise.' Among other things. DOE 
app·-.wed Class Patent Waiver \V(A)-82-0 17 ("the 1982 Class v ·aiver'') on June 3, 1982. The 1982 Cass 
Vhiver granted title to the thi rd-party Sponsors for inventions arising from the usc of DOE Facil ities 
through a Work t(lr Others (''WF()") Agreement in which work under the WFO Agreement was fu lly 
funded by the third-party Sponsor. 

While usc of DOE Facilities by third-party Sponsors has incrca. ed significantly under DOE's established 
pol icies. it is necessary to update the 1982 Class Wa iver to rctlect various changes in DOE po l icics, 
tcdcral statutes . and lessons learned as a result of several decades of interaction with industry through 
privately-funded WFO trm1sactions. The changes reflected in this Class Waiver will rnake it easier for 
th ird-party Sponsors to access DOE Facilities and wi ll further accelerate the movement of technology 
!'rom Facilities to the rnarketplaoe and better enable the United States to compete in the global economy 
of the 2 !" ccntwy. 

This Class Waiver supersedes the 1982 Class Waiver and provides an updated waiver of rights to Subject 
Inventions developed under privately-funded WFO agreements under the authority of the Atornic Energy 
Act of l 954, as amended. ( 42 lJ .S.C. § 2 l 82), and section 9 of the Federal Nonnucicar Energy Research 
and Development Act of 1974 ( 42 U .S.C. § 5908) and the regulations at I 0 C.F.R. Part 784 promulgated 
thereunder. 

"Subject Invention" means any invention or discovery of the Contractor. or. to the extent a Sponsor or a 
Faci lity subcontractor is performing any work. of the Sponsor or Facility subcontractor respectively . 
conceived in the course ot: or under a WFO transaction or, in the c<1se of an invention previously 
conceived by the Sponsor or Facility subcontractor. first actually reduced to practice in the ourse of or 
under a WFO transaction. 

Si•1cc Facility subcontracts awarded under a privately funded WFO agreement are funded with the privat' 
fun(!:; of the Sponsor, the Bayh-Dole Act docs not apply and the Department takes title to inventions 
made under such subcont racts uhlc,~s waived. In consideration of the fact tl1 <1t the work is being fnnded 
vvith the private funds of the WFO Sponsor and in order to allow ,_ ponsors to consolidate title to 
inventions developed under privately funded WFOs, DOE waiv s its title in any Subject lnv ·ntion made 

1 This Class Wai ver appl ies 10 Work f(Jr ~)thers performed by DOl·:\ Ciovemrn nt-owncd. conlractor-oper~ttd (GOCO) Facilitic~ 
and dtlCS not apply to inventions made by lcdcral employees. DOE bas made its unique Govemmcnt-ownt·d , govcrmm:nt­
opcratcd (GOGO) Facilities accessible ro third parties through similur mccbani: ns. 
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under a privately funded WFO subcontract to the third-party Sponsor, subject to the terms and condition 
o! ibis Class Waiver. 

In tile case of federally fu nded WFO agreements , the Bayh-Dolc Act applies and DOE Faci lities should 
continue to utilize their established subcontract terms and conditions as approved by DOE/NNSA lield 
Patent Counsel. 

Br ief Historv of DOE's Pa te n~ and Da ta Policy for WFO Transactions 

Until the early 1980s. DOE was restricted in its ability in making DOE Facil ities wi dely availabk to 
third-party non-Federal Sponsors. The reasons for this limited success was largely attributed to a 
perception arnong industry that , ) OE's patent and data policies created uncertainties in the disposi tion of 
imcllcctual property arising from the use of DOE Faci lities that discouraged interaciion with the 
Department. 

More specifically, title to inventi ons developed unde r a privately-funded WFO agreerm:nt vest with the 
Government under the broad tit (c vesting authori ties of the Atomic Energy Act of 1954, as amended. (42 
U.S .C. § 21 82), and Section 9 o'· the Federal Nonnuclear Energy Research and Devdoprncni Act of J 974 
(42 U.S.C. § 5908) unless waiv ed by DOE. Prior to 1982, non-Federal Sponsors that wished to obtain 
ti tle for inven ti ons developed under privately-funded WFO agreements were required to submit patent 
wa iver petitions, which were reviewed on a case-by-case basis in accordance with DOE patent waiver 
regulations." The cumbersome nature of the waiver process as well as the delays incurred in its 
app lication served as a barrieri to making DOE's Facilities and research and development (''R& D"') 
capabilities vvide iy available to private sponsors and led to dissatisfaction among WFO Sponsors. In 
essenc \ Sponsors were reluctant to privately fund R&D at DOE Facilities on their behalf without 
as\tmmcc rhat they would be atiforded adequate rights to the intellectual property deveiopcd under such 
p1 i'i:ltely-funded arrangements. 

ln an ..:ffort to make DOE Facili ties more attractive to third-party Sponsors, DOt: approved the l982 
Class Waiver. The 1982 Class \i aiver granted ti tle to the third-party Sponsors f(lT inventions arising from 
the use of DOE Facilities fully tlmded by third-party Sponsors. Specifically, subject to certain terms and 
conditions, the i 982 Cl ass Waiver provided third-party non-Federal WFO Sponsors with tiUe to 'ubject 
Inventions without the need for the Sponsor to submit a patent waiver petition and undergo the case-by­
case review. Thus, the 1982 Class Waiver was a significant change in DOE policy and led to 
considerable increases in use of DOl: Facilities. Despi te improving access to DOE Facilities, the 19S2 
Class Waiver had limi tati ons, in lud ing the lack of a clear second option fo r allowing Faci I ity Contractors 
to retai n title to invent ions that were not elected by the Sponsor. Thi. lack of clariry required Facility 
Cout ractors to request inven tion waivers on a case-by-case basis, which created an additional burden on 
bPth the Contractor and DOE. 

; Sine.: privately-funded WFO agrecme1 b do not fall within th;.: d.:ftnition of "funding agreements .. il~ defined by Pubiic Law 
96-517 (3 5 U.S. C. § 202 ct seq.), comnH nly re!CJTed to as the Bayh-Dolc Act (Bayh-Dolc). rille to invcnrion ;; d 'vcloptd unJi!r 
such agrcem-:nts vesl wi th the Government under the broad title vesting au thori ti es of lh<: Atornic Energy Act of 1954, as 
amended. (42 U.S.C. § 2182). and scctior 9 of the Federal Nonnuclear Energy Research and Dcvclopmcn1 Act of i 974 (42 
U.S. C. ~ 5908) unless waived. 
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The I 982 Class Waiver was followed by the issuance of a seri s of DOE Orders and Manuals addressing 
Work l~) r Others , which have been updated periodically to provid • guidance to DOE Faci lities 
Contractors to ensure a leve l of consistency of\VFO terms and conditions across the DOE complex . 

In October 1996. DOE issued an Ad ministrative Update ('"the '96 update'") ro the 1982 C ass Waiver th at 
addressed some of the percei ed issues or ambiguities of the 1982 Class \>Vaiver, including the 
identification of certain fact patterns where it may not be in the best interest of the United States and ih <.: 
general publ ic to allow non-Federal Sponsors to retain title to the inventions of the Facili ty Contractor. 
The '96 update also allowed JJacility Contractors to reta in ti tle to WFO inventions in certain limi ted 
circumstances. 

On November 26, 2008. the Department posted a Notice of Inqu iry (the '08 NOI"') in the Federal 
Register enti tled . "'Questions Concerning Techno logy Practices at DOE Facilities,"' as part o f a larger 
rev iew of the Department ' s teclnology partnering agreements. One of the quest ions presented related to 
th~ d isposi tion of intellectual property rights in privately-funded WFO transactions. 

·r•·,c responses to the '08 NO! w · re varied but several DOE Fa iJ ity Contnctors urg<.:d the Departmen t to 
grm1t Facility Contractors the fiirst right to retain title to inventions developed under privately-funded 
WFO agreements instead o f the third-party Sponsor. Not surpris ingly, large and small businesses 
expressed concerns over such a change in disposition of tit le and suggested that granting Facility 
Contractors tit le to privately-funded WFO inventions could signi ficantly impact private sector 
engagement with DOE Facilities. 

Stope of this Class W aiver 

Th is Class Waiver applies to Su~ject Inventions developed unci r privately-funded wr:o agreements with 
third-party t on-1-ederal Sponsors procuring research and developmen t and re lated technical serv ices from 
Management and Operating ('·M&O") Contractor Facil ities. 

Th is Clas s Waiver rd1ccts a revised WFO policy that resulted from a careful considerat ion o f comments 
submitted by both industry and the DOE Facility community in response to the '08 NOI and offers 
enhanced rights to both third-party Sponsors and DOE"s Facil ity Contractors. Subject to the conditi ons 
set forth below. th ird-party non-Federal Sponsors will continu to retai n title to private ly-funded WFO 
inventions made by the Facilil)' Contractor consistent with the goal of the Departm ent to increase 
interaction with private entities. ' 

Although Sponsors will continue to be granted title to privarel -funded WFO inventions created by the 
Facility Contractor, this Class Waiver now provides Fac ility Contractors a clear second option to elect 
such inventions and commercialill.c them through Faei.lity technology trans fer efforts. 

3 Sec Scc,rclariai Memorandum cntiilcd "Proposals to improve the allocation oi'I P generated ull(kr non-federal work f()r others 
(WFO) agrc..:mcnts,'" dated April 14, 20111. 
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The waiver of title to the Sponsor shall be automatic, and granted wi thout a request or petition by the 
Sponsor. upon a determination from DOEiNNSA fi eld Patent Counsel that:4 

( l) The work to be ph formed under the agreement is not covered by another contract or 
arrangement f~1 t l i ng under DOE's statutory patent policy, and is not or sufficient imerest to 
the DOE programm,atic mission responsibil ity to justify DOE supporting the work in whole 
or in part witb direc program fund ing; 

(2) The S onsor is providing appropriate cost reimbursement for the services perfor.m<.:d and/or 
faci lit ies used as set forth in this Class Waiver; and 

(3) The terms and conditions for the agreement with the th ird-party non-Federal Sponsor comply 
with this Class W<~ver and instructions for its implementation as issued by the Assistant 
General Counsel for Technology Transfer and Intellectual Property (GC-62). 

ln most privately- funded WFO agreements lP rights will be waived to the Sponsor, however, there arc 
cenain situations where waiver M rights to the Sponsor may be denied including: (I) where the Sponsor 
ck:clines the waiver; (2) where one of the identified exceptions (see next sect ion) :tppl ies; or (3 ) because 
the Department. acting through the Contracting Olliccr and based on a determi nation of DOEiNN S;\ field 
Patent Counsel, finds that in a particular WFO transaction it is not in the best interest of the United States 
and the general public to allow the non-Federal Sponsor to retain title to invcrtions of the Facil ity 
Contractor. There may also be situations where the Sponsor desires different rights than offered under 
this Class Waiver. 

Identified Except ions to the Waiver 

DOE has identified several fact patterns where waiver of title to the Sponsor should be denied or would 
not apply even when the SponSOlJ might des ire full waiver. Tbey are: 

(a) When any Subject lhvention that might be made would be a resea rch tool, (e.g., transgenic 
animals, etc .), and there is a Departmental and public inrere, t in having the tool availuble to 
many potential research and commercial organizations; 

(b) When the Sponsor is either foreign-owned or -controlled or is sponsori ng research on behalf 
of a foreign entity. Ho\vever. this Class Waiver may apply to a WFO transaction under such 
circumstances with approval by the DOE/NNS;\ field Patent Counsel and with the 
concu rrence of the cognizant Field Office or Headqua rters program official: 

(c) When the Sponsor' interest is in fewer fields of use, and utilization of the Faci lity or 
commerciali zation of the underly ing technology can be maximized by li miting the Sponsor's 
exclusivity in any in ventions to a particular field of use: and 

(d) When Federal fund ing is used to fund, at least partially. the project' either directly from a 
Federai Agency or in,directly th rough a third-party rocipicnt of Federa l fu nds or ti:lll s with in 

·• Since these three dctenninations arc based on [nfomwtion supplied by Facility Contractors, DOE Patent Counsel may. at your 
dis.::rc!ion, authorize the Contractor to determinations (1)-(3). 
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the scope of a Federally-funded contract or award ( xcluding an M&O contract for a 
Faci lity). 

!n providing advice to the Contracting Officer, DOEiNNSA ticld Patent Counsel is the tina! determiner 
that an exception io th is Class Waiver should apply. With concurrence of DOEiNNSA fi eld Patelll 
Counsel, the Contracting Officer may delegate to the Faci lity Contractor the aLtho rity to d tenni ne 
whether the fact patterns (a), (c) or (d) exist. 

Whenever fact patte.rn (b) is bel ieved to exist, DOE/NNSA tield Patent Counsel must app ove the 
disposition of invention 1:igh ts. beterminations regard ing (a) and (c) are not mandatory and are judgment 
calls that should be made by balancing the needs of both the Sponsor and the Contractor. 

When exception (d) applies, thi s Class Waiver is not appl icable. However, Faci lity Cont ractors may have 
a rig;ht to retain title to Subject lqventions developed under federal fund ing via statute or other previously­
gr,;;i',ed authority5 Therefore, Facilities sho uld continue to fo llow establ ished procedures fo r performing 
PcJera lly funded WFOs, CRA IDAs, and User Agreements as specified in their M&O contracts with 
DOE.6 

Allocation ofl ntell ectual Property .Rights under the Waiver 

1Yaiver in 1he Sponsor Granteif: Subject to the terms and conc ttJOns desc ribed herein (in.cluding 
appendic ' s) or other guidance is;;ued by DOE' s Assistant General Counsei for Technology Transfer and 
Intellectua l Property , this Class Waiver waives to the Sponsor tit le to Subject Inventions made in the 
course of or under a privately-fLmded WFO Agreement or Facil ity subcontract issued therefrom. Where 
appropr.iate. the tiling of patent app lications by the Sponsor is su bj ect to DOE and othe r Government 
security regulations and requirements . 

!f the Sponsor decl ines to elect title, discontinues the filing or prosecution of a previously electe Subject 
Invention. or decides not to pay a maintenance fee covering a Subject Invention, the Facility Contracto r 
will be permi tted to take title to s'uch inventions subject to the tenm and conditions •lf the Prime Contract 
governing the right of the Facili tiy Contractor to elect title to inventions. If t he Sponsor declines to elect 
title to a Subject Invention, the Sponsor may be granted a nonexclus ive, nontransferable, royalty-G·ee 
license for its own use in such inventions as mutually agreeable between the parties. 

Waiver to the Sponsor is Denied or Declined: When the Sponsor declines this Class Waiver prior to 
execution of the agreement. or when waiver of title to the Sponsor has been denied (i.e., determined that 
an exception applies), this Class ~Va i ver grants the Contractor the right to elect title to any of its Subject 
l n v ,~nt ions made under the agree111ent subject to the terms and conditions of the Prime Contract governing 

5 In '984. th~ 13ayh-Do!c 1\(:t was amended to a.l low non-pro fit M&O Contractors the same ri ght to elect to r~tain tille to tl:eir 
invenlions that was given to non-profits, small businesses and un ivers ities under the original A<:t. DO l': has issued individ ua l 
patcm waivers to FaciLi ties operated by f9r-pmfi t Conlractors to retain title to inventions made under Ft:lk ral t\m. ding simi lar in 
scop(! to the rights grant~d under the B~y {1 - Do lc Act. as mnended. In certnin si tuati ons. su"h as iu "Other Transactions" a 
d i!'fCr~nt di sposi tion of patent ri g.h l~ may b.: mandated. howc,,cr, these situat io.ns arc mrc. 

(· As a rcsuli of the !91!4 amendment to Bttyh-Dolc. DOE Faciliti es increasingly utilized the WFO process as a vehicle lor 
p..:rl'orm ing work for other federal agencies d i r~::c tly through interagency agreements and indirect ly through thi rd-party uon­
fcd ..:ral Sponsors tlwl t'und work at a Fnci!ity with previously-acquired f(~dcra l iimds. 
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the right or the Facility Contractor to elect title to inventions. (See attached Appendix B.) lf a waiver of 
righ ts to the Sponsor is denied, 'this Class Wai ver grants to the Sponsors and Facility subcontractors the 
right 1o elect title to their own Subject Inventions, subject to the requirement to report inventions to DOE, 
the ·:tandard Government Usc License. and 1J.S. Preference (35 U.S.C. § 204), and such other conditions 
co11sistent with DOE patent waiver policy 

DOE shall retain title to any Su~ject Invention which is not retained by the Sponsor, Facility Contractor. 
or the Facility subcontractor. 

Where only exception (c) applies, the Sponsor must be granted a royalty- free exclusive license in a 
predetermined fie ld of use or fie lds of use corresponding to th Sponsor's Interest as mu tually ag reed to 
by the Sponsor and Facility Cor~tractor. Under except ion (a) or (b). the Facility Contractor may negotiate 
a license with the Sponsor as appropriate. 

In rcp01iing Subject Inventions, the Parties sball identi ty the WFO agre ·mcnt under which the Subject 
Invention was made and specify the rights (in both Subject Inventions and generated data) tbat have been 
reserved by the Government pursuant to this Class Waiver, and must otherw i.;e be consistent with 
applicable laws and DOE pol icies. 

Govern men t License to Sub ject l nvent ions 

Under this Class Wavier, the Government will typically retain the standard Government Usc License. 
which is a nonexclusive, non tra r~sfe rable . irrevocable, paid-up license to practice or have pract iced for or 
on bchal r of the United States any Subject Invention throughout the world. 

Alternatively, Sponsors may sec,'k, subject to (a) and (b) below, application of a narrowed Government 
Use License ("Govenunent R&D License") t()r research and deve lopment purposes onl y. The 
G<J'-'':rnment R&D License grqnts to the Government. fo r R&D purposes only,7 a nonexclusive, 
Jwntransferable. irrevocable, pai<i!-up license to practice or have practiced for or on behalf of the Uni ted 
Stales any Suqject Invention throughout the world. 

(a) Any use of the Government R&D License must be accompan ied by expanded 
Government acce ·s to data generated under the WFO agreement Specifically, if a 
privately fu nded WFO agreement is to include a patent rights clause having the narmwer 
Government R&D License, then the proprietary data clause must be replaced with a 
'·Protected WFO Information'· data clause (sec attached Appendix C) tha( limits the 
period of protection for generated data to no more than live (5) years. Subject to 
DOE/NNSA field Patent Counsel approval and the mutual agreement or the Pa ties, the 
period of protection for Protected WFO Information may be extended for one extens ion 
term that is no ):nore fi ve (5) years in duration and which begins immediately upon 
expiration of the in itial period of protection. 

' R&D puq1osc includes a!l r.:s~arch. development and dernonstr<ltion activ ities bv or on behalf of the G<>vernmcnt. includim! 
uses at federal Facilities to perform wor' under privately-sponsored agreement;. · ~ 
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{b) The appl ication of the Government R&D License requires approval by DOE/NNSA 
Patent Counsel after consulting wi th the cognizant DOE Program Office because 
application of t:he narrower Government R&D License may affect ongoi ng programs at 
either DOE or another Federal Agency.3 

In reporting Subject Inventions. the Sponsor shall identify the WFO agreement under wh ich the invenlion 
vvas made and specify the rights (in both Subject Inventions and generated data) that have been cscrvcd 
by the Government pursuant to this Class Waiver. The Government R&D License wil l not be allowed tor 
WFO transactions rel ated to national security.9 Special attention al so should be given to proposed WFO 
transactions involving environrn ' ntal management programs. or in situations where the WFO transaction 
in' o! ves work to be perfoJmed to r the Facil ity Contractor, Contractor 's parent, member. subs idiary, or 
ot!1cr enti ty in whH1 the Contractor, Contractor's parent, member or subsid iary has <m equity intere. t. 
Th.: forego ing examples of special circumstances arc not exhaustive. 

Alloca tion of Da ta Righ ts 

Grmier Data Rig/us for Generated Da1a: A.! though Data Rights were not specifically covered by the 
1982 Class Waiver, DOE has tTaditional ly allowed non-Federal WFO Sponsors to designate data 
produced under tbc WFO agreeu)ent by most Facilities as "ProprietUJy Data' ' as long as The fund ing is not 
from Federal sources (referred to herein as "enh<mced data protection. "). Unless prohibited or limited by 
th is Class Waiver, DOE authori :des the cont inuation of enhanced data protection tor data generated under 
privately fu nded WFO agreements. 

Enhanced data protection is not appropriate or warranted in a number of situatior.s, even where the full 
Government Use License is retained for Subject Inventions. In those cases, this Class Waiver allows the 
tl cxibility to negotiate greater data rights . Specit1call y, the applicability of enhanced dara protection, 
including proprietary or protect d data protection to toreign ' ponsors is not auwmatic and requires 
approval horn DOEiNNSA fie ld Paten t Counsel with input from the applicable HQ Program Offi ce as 
appropriate. 

Other si.t.uations in which enhanced data protection may not be appropriate or warranted are: (_I) The 
WFO Sponsor is not providing proprietary information or material to the Facility: (2) the WFO Sponsor 
is not likely to use the res ults of the work fo r commercial activi t or is an insti tution that does nol want to 
assert proprietary rights in the Uata to the exclusion of any rights in the Government; (3 ) the WFO 
Sponsor cannot show that the pri 11ary use of the data will be in the United States rather than in a foreign 
c<.nntry; (4) the \VFO Statemeqt or Work is directly related to specific ongoing projects (th is is an 
inwmce where perhaps 5-year protection might be appropriate): (5) the WFO Statement of Work requ ires 
only a paper study and is not di rected to a particular commercia l product of the WFO Sponsor (this is an 
instance where unl imited data riuhts in the Government might be appropriate); (6) per this Class Waiver. 
1itle to some of the Subject In v~nt i ons remains at the Facil ity pursuant to the M&O Contract; (7) any 
benefit to the U.S. Government would be lost by the removal of the data from the Faci lity . As previously 
noted. if a transaction includes tbe ncmowcr Government R&D License for Subject Inventions. then tbe 

" I >O C program oftlccs may gr;mt blanket approvals or issue blanket denials for the use of the Govcnuncnl R&D license in 
certain program areas. 

·• Th~ scope of subjcd matter that ' ' i ll not be digible for pcrfoniJance under an WFO transaction on the bas is of ihis national 
security exclusion will be described in gt)idancc issued by cognizant Progrnm Ofli ccs. 
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proprietary data clause must be replaced with a "Protected WFO Information'' data clause (See. Appendix 
C) that limits the period of protection for generated data for no more 1hao five (5) years , unless extended 
as previously described. 

DOE recognizes that some Facility Contractors have a policy prohibiting the protection of Facility 
Technical Data and provides alternate language to comply with this policy. Nothing in tl1is Class Waiver 
shall prevent a Facility Contractor from continuing to applying su.ch policies. 

When a non-Federal Sponsor is funding the WFO agreement \N.ith funding from another tedcra! 
agreement (i.e ., cooperative agreement. SBIR, grant), specia.l data protection way be available in 
situat ions where the Sponsor's existing federal award contains statutory authority for special data 
protection (i.e., EPACT, SBlR/$TfR data protection) that justifies enhanced protection of information 
generated under the WFO agreement. A.bsent statutory authority for special data protection in the 
Sponsor's previous federal agre~rnent, the Government shall have unlimi ted rights in all data generated 
under a federally -funded WFO agreement. DOE/NNSA fie]d Patent Counsel wi ll be the fina l determiner 
of whether special data protection is app!.icable. 

Greuter Duta l?igilts j(;r Government and Facility: Before an WFO transaction is entered into, the Facility 
Co ,~tractor or the Department may require that greater data rights be obta.ined for the Government or the 
Fu;ility. The data rights acquired by the Government/Facility depend on the circumstances, and can 
rang;: from unlimited rights to some lesser level of protection, such as a period of protection (e.g., five (5) 
years), or having only part of tlw data being proprietary to one of the Pcuiies. The Department or the 
Faci lity Contractor can also obtain greater rights in copyright, especially where the transaction covers 
work that is derivative of prior >vbrk at the DOE Facility. 

Elimination of March-In nights 

·rhis Class Waiver does not appl~' the Government's march-in rights to Subject Inventions, subject to the 
exception below where title is r¢!tained by the Faci lity Contractor. Although rarely, if ever exercised, 
these rights were often percei ved as a barrier to access by industry and' ere not statutorily mandated in 
tho? ca.se of a Sponsor privately fu nding WFO work at a Faci lity . The decision to not apply march-in 
rights to WFO Su~ject lnventiqns elected by Sponsors aims to maximize the availability f DOE 
Faci lities to Funding Sponsors who have made substantia! private investment in proprietary techno logy 
and to enhance the potential for s'uch technology to be fLtrther commercialized. Because the Government 
stil] retains a Government license in any Subject Inventions. the Governm nt's interests arc believed to be 
adequately protected in the abserlce of such march-in rights. All Subject Inventions wil l continue to be 
subject to the requirements of the U. S. Preference clause pursuant to 35 U. S.C. § 204. 

Subject Inventions that revert tq the Facil ity Contractor and are elected under the app licable M&O 
Contract will be governed by the provisions of the applicable M&O Contract. 

Existing and future Waivers Affected Hv This Class Waiver 

Tills Class Waiver supersedes tho 1982 Class Waiver as well as the '96 Update issued on September 24, 
l 'JY1. This Class Waiver docs mot atTect the Class Waivers covering CRADAs or the use of DOE's 
designated User Facilities. 
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Any agreements executed under the I 982 Class Waiver remain in effect. !Iowever, some Facilities utilize 
the prior 1982 Class Waiver by entering into master agreements \Vitb Sponsors that have no termination 
date. Separate "tas ·· orders' ' are approved by DOE under the master agreement. Facilities may continue 
to i' pcrate under tbc terms and eonclitions utilized in such master agreements provided that DOEiNNSA 
fiel<i Patent Counsel approve use of the existing master agreements as the legal eq uivalent of the 
ag::ecmcnt authorized by this Class Waiver. This Class Waiver wi ll not impose a '·sunset date'' where 
ex is! ing WFO agreements must [De terminated. 

Furthermore. this Class Waiver gran1s the Faci lity Contractor the right to take title (subject to the terms 
and conditions of its Prime Contract) to Subject Inventions developed under WFO agreements executed 
under the authority of the 1982 Class Wavier that were not retained by tbc Sponsor because either the 
Sponsor wus not granted the Class Waiver, the Sponsor dec!lned applicat ion of the Class Waiver. or 
because the Sponsor decided not to elect tit le to the Subject Invention. 

fntcllcctual Property Terms for Privately-Funded WFO Tra nsactionsw 

When it has been determined that waiver of title to Subject Inventions to the Spons;r is appropriatl~. work 
pcd(Jrmcd under a privately-funded WFO agreement will be pursuant to the standard intel!ectual property 
tcm1s and conditions attached hereto as Appendix A. 

l n situations where the Sponsor declines title to Subject Inventions prior to the execution of the agreement 
or when \Naiver of rights to the Sponsor has been denied (e. g .. due to the app lication of one of tbe 
except ions of this Class Waiver). tbc work performed under a privately-funded WFO agreement will be 
pursmmt to the intellectual property tem1s attached hereto asAp endix B. 

When it has been determined that waiver of title to Subject Inventions to the Sponsor is appropriate and 
the Parties have been granted a request to incorporate the Govern ment R&D License, work performed 
under a privately-funded WFO agreement will be pursuant to th alternate intellectual property terms and 
co;:.i it ions attached hereto as Apf?endix C. 

Wi1i1 not less than th irty {30) days notice to Facility Contractors, the DOE Assist<mt Genera l Counsel for 
Technology Trans1e r and Intellectual Property may periodically update the terms fou nd in Appendices A, 
B, and C by issuing ad ministrati '{C updates to this Class Waiver. A Faci lity Contractor may uti lize local 
variants of these tcrrns and conditions as long as DOE/NNSA field Patent Counsel has determined in 
writing that such terms are the legRI equivalent. 

Subject to a reserved Government Usc License as appropriate, the Parties may assert copyright to any 
data generated within the scope of a W FO transaction and exercise discretion in allocat ing such copyright 
rights between the Pmties. 

1
" .For WFO transactions when:: no research. development, or demonstration is to be conducted in pcrt(wmmc-: of the S<.:op of 

Work. the patent righ ts c!m:se rnay bt: res •rvcd. The Facility Contractor must timely notity local DOE/NNSA tield .Patent 
Counsel before entering, into WFO agw~I\ICnl of its intent to reserve the patent rights clause. Failure to include the applicable 
patent provisions may result in Govenunentowncrship of Subject fnvcnt ions. 
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Conclusion 

Providing the disposition of intellectual property rights described herein rd1ects chtmges since 1982 in 
Pederal Statutes and DOE Techhology Transfer Policy and will best encourage the uti li zation and further 
dcvcloprncnt of the technology Cleve! oped at DOE Facilities. Accordingly, this Class \\laivcr is consistent 
with the objectives and cons icler(ltions of DOE's waiver regulations set forth in 10 C.P.R. Part 784. 

The Assis tant General Counsel for Technology Transfer and Intellectual Property shall he res pol siblc for 
issuing instructions for implementation ofthis Class Waiver in m.:cordancc with DOE regulations tor the 
waiver of patent rights . 
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Accordingly, in view of the objectives to be attained and the factors to be considered under DOE's 
statutory waiver policy, all of which have been considered, it is recommended that a waiver of U.S. and 
foreign patent rights, in the s 'tuations described above, will b st serve the interests of the Unite States 
and the general public. It is therefore recommended that this Class Waiver be granted. 

J. Lally 
ssistant ChiefCoW1se1 

IntellectUal Property Law Division 
DOE Chicago Office 

Date: 3 /;3 / Z..0/2_ 
I I 

Emily G. 
Assistant ,hicf Counsel 
Intellectual Property Law Division 

DOE Ook 7e ;fioe 

· Date: 3 / /2:- t? I£:::-_ _ 



WFO WAIVER NO. W(C)-20!1-009 
Pagel2ofl2 

Based on the forego ing Staten1ent of Considerat.ions, it is determined that the interests of the United 
States and the general public wjll be served by a waiver of patent rights of the scope dete rmined above, 
an~~ - therefore, the waiver is granted. 

CONCURRENCE: 

Date:---"5-+-1 ~--·-- ................. ... . 

APP OV AL: 

\ 
s 

Assistant ; eneral Counsel for Technology ·rransfer 
and l.n teltectual Prope1ty (GC-62) 

Date: .............. ~ 3 ;) 0 ((f. 




