
STATEMEN'f OF CONSIDERATIONS 

REQUEST BY INVENTOR FOR THE WAIVER OF DOMESTIC AND 
FOREIGN RIGHTS TO AN TDENTIFrED INVENTION ENTITLED 
"LASER APPARATUS AND METHOD fOR MICROSCOPIC AND 
SPECTROSCOPIC ANALYSIS AND PROCESSING OF BIOLOGICAL 
CELLS" USP 5,608,51 9, DEVELOPED UND ER DOE CONTRACT 
NO. DE- C04-94AL85000; DO E INVENTION DISCLOSURE NO. 
S-81,512 (SD-5444); DOE WAIVER NO. W(I) 2011 -004; rv3 

The Petitioner, Paul L. Gourley (co-Inv ntor) , has requested a waiver of the 
Government's u divided one-half interest .in domestic and foreign patent rights in a 
subject inventio entitled "Laser Apparat s and Method for Microscopic and 
Spectroscopic A .a'lysis and Processing of Biological Cells.·' The invention was 
conceived by the Petitioner while an employee of the Sandia Corporation (Sandia). 
Sa.ndia is lhe M&O co)1tractor for the Sandia National Laboratories (SN .), a 
government-owned, contractor-operated (GOCO) fac ility, subject to DOE contract 
number DE-AC 4-94AL85000 at the time t c invention vvas made. The other co­
Inven tor, Dr Mark F Gourley, b other of Pau Gourley, was, to DOE ' s knowledge. not 
under obligation to DO!:;, in the other und ivided one-half inkrcst. This waiver, 
accordingly, relates 01 ly to a waiver of DOE's rights to the undivided interest of co­
inventor PaulL. Gourley. 

The subject inv ntion relates to detection of diseases in cells by m asurement of 
biological particl s such a mitochondrial myopathies using nanolascr spectroscopy. ' he 
invention utilizes a biocavity laser and the natural optics of cells to gain insight into the 
cell itself Sandia res inded its election and disclaimed right, title and intetest in this 
invention unde · I-90(d)(l) of its contract with DOE Fmthermore, Sandia in an 
Authorization to DOE dated April 28, 2010, supports the Invento 's request for title of 
this invention. 

This invention was ini ia11y conceived by botl Paul Gourley and Mark Gourley without 
any govemment funding. It was developed by Pa 1l Gourley under a SNL Laboratory­
Directed Research and Devd opment (LORD) award . federal expendi tures in this subjed 
invcDtion were approximately $300,000. A Notice of Election to retain title was filed by 
SNI . and approved by DOE on June 2, 1995, In order to preserve patent rights, a patent 
npp ication was fi led b , Sandia Corp on Ma:rcl 20, 1995, and issued on March 4, 1997 as 
US Patent 5,608,519, There is no USPTO recorded assignment of invention from either 
inventor to SNL, and thus there is no assignment on the face of he patent No further 
program funding, othe than approximately $5750 paid in US Patent Maintena 1ce Fees 
by SNL, for or related to this technology has been approved nor is antic ipated. On the 
other hand, Petitioner, s ince leaving SNL in 2009, has and shall spend his own funds 
(approximately $30,000 to date) to commercialize and further develop this invention 
should he be granted title. Peti tioner will also expend such sums as may be required to 



ma11Ham the ncccs:mry patent p:'o! '': ion as \\e ll :.ts prm,idc: i nt:c'n~i'.c !'or t:otnm\.'rt:ial 
development o!' th~ invention. 

This techno logy is not cxpor controlled. Furthermore, the techno logy docs not apply to 
the Naval Nuclear Propulsion Program or to the m clear weapons progrnms or other 
nuclear or atomic energy defense activities of DO ~. 

Petitioner has agr·.:cd to abide by 35 lJ .S.C. §§ 20:2 . 203 and :204. Petitioner. as part of 
this petition. has agreed to the provisi01 s of the U.S. Competitiveness Clause. which 
reaL;'> as follows --The P 'litioner agre •s tha any pwduct embodying any \Vaived 
ill\:_ntion ur produced th rough :he L se of any \\a ·ved ir:vcntion \vil l be manufi!c ttm:d 
~ubs•. ant i ally in the United States. unless Petit ioner can show to the :.;atisfiH.:: tion of DO! ~ 

that it is not ...:omrnen.;i, lly feasible iu do s .l. I the :::vent !) ( )!·: agrees [,) l(m:ign 
manu!~Jcturc. ther..: w ill be a requirement that th' Gown rn-:m ·s support or the techno logy 
b(· recognized in ;ome appropriate manner, e .g., recoupn1cr tor ()ovt~rnn l <..~n t inn:stmcnt. 
etc... Further nor~ . Petitioner has agreed to make thi s condition binding on any assignee 
or licensee. Pcti :ioner \\'ill also abide b, the Export Control laws and '"i ll require it s 
lie ' nsecs. i!'any. 1o do tht: sarnc. 

Granting the wmvcr is the only way to pr ,note prorn p1 coml'H.::·eial utilization anJ 
development of this invention. I etitioner Paul L. Gourley was a 01s tinguishcd :Vh.·mber 
or the Tccht ica1 Staff in Biomolcet lar Materials , ncl Interfaces Department at Sandia 
'\ati onal Laboratories un i1 he l ft to start a company in 2009 to •..:ommerciaiizc this 
technology . I !c has considc able expcrict ce in this technology !icld. including multiple 
patents a H.i scic rvilic papers . Paul Ciourley is a nat iona.ly and internalional ly recognized 
scien tist and the rccipit:nt or 1 1any awards !'ron: DOF, sc ient.fi c and lcchm logi -a! 
soc i ctic~ . and industria organi/.ations. Petitioner Gour cy h<ls experience with other 
tech nica l \ 'Cntun..: .;. inc ud ing .·pinning o T scmiconduc or laser tcdmo:ogy he invented tn 
MODL (later t·: ,VlCORE ). H.: intends to develop and murkcL this and other health care­
rcb\:d technologies. Tlk~ oth 'r co-Inven tor_ Mark F. Gourley. MD is tlw brother or Paul 
Gcurky anJ va s an inch:pcndcn co ll abora or. ! le is a Director in the Institute or 
Arthritis and iv1 usculoske et· l and Skin )iseasc (NIA\r1S) at the \ <:tiona! Institutes •) !' 
lleal th. The Peti tioner ' s interest in obtaining tit le and acti vely sccLi ng commerc ialization 
sufficiently satis ,ics DOl-:/l\NS ,'\'s tech nology u·, nsfer missior without th~ need to 
expend additiomL government funds. 

i\(' \\ biotcchno lcgies ar1.' being introduced l-.) tlH: market place at a very ! ~tst pac ... ' . 
1\<.h aiKCs in thi: technologica l tidd -a: : becon c Ot)soktc within months. Based on thi s. 
it is not rort.~sccn that the grant o i' thi s specific wai\' 'r wuuld in any hay ca 1se a decrease 
in competition. cause an undesirable 11<1rkct conc:~..' n nHion. nor •>bee Pl'Titioncr in a 
d~ll1 1 i nalll market position. 

/\s such, upon evaluation of the Waiver Petition and in view of the objcctiw~ and 
cons iderations set forth in l 0 err<. 784, all or which have 1JCen consilkrcd. il is 
recommended t! at the requested v,ra iver of DOE's ri ghts to its undivided intcrc::-t be 
granted. 



/ 

Patent 1\ttorn..:y. l\JNS;\ 

Bas;;d on th' fc rcgoing Statement of Consid~rations and the rcpres~ntations of the 
altuchcd 'Waiver Petition, it is ddc:rmined tha the int -·rests or the t :ni!cd States and the 
genera . puhlic will best be served l y a vvaivcr ol' patem rights nl' the scupe described 
abo\-,; and . the refore. the waiver is gran eeL 

CONCl 'RRU\C ·: : 

APPROVAL: 

-  ,_~~-A~ ,-... 

Aaron Perea 
I .DRD Program Manc..gcr 
Sand ia Site Otlicc 
National Nuclear Sec\ ri t~ ' Administration 

John T Lu ·a -; 
'\ssistant (kncral (\) uns ~.~l 

For Technology Tran.·;fcr and 
lntcllcctual Property (C' C-62) 



Based on the foregoing Statement of Considerations and the representations of th~ 
attached Waiver Petit ion , it .is determined that the interests of the l nitcd States and the 
general public will best be served by a waiver of patent rights of the scope described 
above and, therefore, the waiver is granted. 

CONCURRENCE: 

Date : 

APPROVA L: 

Aaron Perea 
LDRD Program Manager 
Sandia Site Office 
National Nuclear Security \dministrarion 

John 1
·: Cucas 

Assisfa\ t General Counsel 
For Tc ' 1nology Transfer and 
lntellc tal Property ( GC-6:2) 




