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STATEMENT OF CONSID ERATIONS

CLASS ADVANCE WAIVER OF THE GOVERNMENT s DOMESTIC AND
FOREIGN PATENT AND COPYRIGHT RIGHTS UNDER DOMESTIC FIRST
. AND SECOND TIER SUBCONTRACTS ISSUED BY LLNL/LANL/SNL FOR.
THE ACCELERATED STRATEGIC COMPUTING INITIATIVE, THE
PATHFORWARD PROJECT; DOE WAIVER NO, W(C)-97-004; SAN 675

Lawrence Livermore National Laboratory {LLNL) Loa Alamos Natlonsl Laboratory
(LANL) and Sandia Netlonal Laboratnrins (SNL) (jointly refarred to-'as the
Labaratories) are working on the Accelarated Stratagic Computing lnltlatlve (ASCI)

to develop auparcomputers for DOE program needs. - To meet the requiraments of -

. DOE'S Stockpila Stewardship snd Managemant Program, DOE Is enhaneing ite
computaticnal power by developlng aupercemputars with the capability of
performing tera-scale computing. The ultimate geal is to heve supercomputers

. capable of perferming three-dimengional modeling and nuclear weapans relevant
simulations. With these new capabilities, scientists can analyze the effscts of
stockpile aging and anticipate future prublamu wrch exiating nuclear warheads and
_their componuntn ' :

The ASC! Pragrem is davoloplnq ssvoral generations of computers. in 1995, INTEL
wae selected for the ASC| Qption Red System, and demonatrated one trillion -
operations per second computational speed. In 1896, IBM was selacted by DOE
for the ASCI Blus Pacific Project, This $33 million contract was awarded to build a
- suparcomputer {IBM RS/8000 SP) systam conslsting of clustara of shared-memory

proecoasors. The initlal camponents were deliversd to LLNL in September 1996 and -

operate at 136 gigaflope, ‘These will be upgraded to a praduction model, a 3.
tergFLOP/s system, in Decernber 19988. In paraliel, Cray Research, a aubsidiary of
Silieen Graphies, inc., will provide a 3 teraFLOP/a gystemn to LANL over a
comparable tima period, :

The ASCI Pathforward Project is almad at developing the technology necessaty to
enable 30 TeraFLOP/s computer systems by 2001 and 100 TeraFLOP/s by 2004.
A Requsst for Expressad Interest (REl) was published In the Commerce Businese -
Daily te detarmine what companies would bid on the Pathforward Project. On July
16, 1957, the Labaratoriag issued to 21 intarested companies a Request for
Proposal (RFP No. PF-01) to develop the key (critical path) intarconnect
tachnologies necessary:to accalerate the development af balanced 30 to 100
ToraFLOP/s computer systeame. Mare specifically, the RFP sought the participation
.by the domestic commereial computer industry to acceleriate development of key
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high performance camputing technelegies that weuld subaequently be econamically -

- gustalned in the marketplace, The technologies to be developed are expacted tc be

part of a campany's current business plan, but would not otherwise be available in
the time frame needsd or at the scala/performance lave! reguired by ASCI Program.

. More than the company'a technology, it ls the accaleration of the development and

sxpansion of capability that Is being requirsd. In order to svoid dirscting. industry
on how to build camputer systems or design.interconnect fabric, DOE has definad
the interconnect perfarmance requirements to suppart the Stockpile Stewardship
and Managsment Program. The RFP outlined DOE'a interest in developing a low-
latancy, high-bandwidth interconnect and 1/O technology that provides for scahng

| ' commaodity-based shared memary eomputer units.

Aftar receiving and reviewing saveral proposals, the Laboratorlec selected the

- proposals that best meet the ASCI| goals and have begun negotlating first tler

subcantracts with the respectiva campanies, The projected total budget far these
firet tier subcontracts is approximately $65 million over the next four years. In
order to atay within the flacal conatraints of the pragram, the Laborataries expect
sach selected subcontractor to contribute at least a 20% share of the total cost of
the contract. Betfore cencluding the negotlations on these first tiar subcontracis,
this Class Advance Walver should ba executed in arder to provide tha appropriate
previsions to be included in the first tier subcentracts.. This Class Advance Waiver
will alsc apply to domaeatic second tier subcontractors when tha firat tier
subcontract quahfles for thu Class Advance Wawar.

A small bueiness or non-profit orgdnization will retain the patent rights to their

sybject invantions undaer the Bayh-Dole Act. Bee 35 USC 200-212. If a non-Bayh- -

Dole subcentractor under the subject RFP does not agree to cost-share at leest
20% of the total contrect cast, that subcontractor will receive the standard OEAR

~ patent and FAR data clauses in connection with the R&D procurement. However,
~ such a suhcontractar can still petition the government far either a separate

Advance Waiver of its own or an |dentified [nvention Wawer to obtain title to
spaclfu: subjact lnvantmns. '

In tha ASCI Blue Pacific Project, the DOE iasued 2 mamoerandum raegurding

intellectual property rights for the ASCI Bluse procuremant. See Appendix A. The
proviasions.in this Appendix A were used as the basie for the provisions being uaed
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tq negatiate the first tier eubcontracts for the ASCI Pathforward Project. See
Appendix 8, ' If a non-Bayh-Dole subcontractor is willing to cost-share by an amount
of at least 20% of the tatal contract cost, the DOE asgrees to waive, in advance,
patent righte to tha for-profit subcontracter in the subcontractor's subject
. inventions. See Appendix B, eectiona | and Il. The patant rights walver is zubject
“to the retained government-use llcense, maroh-in ruuhts. reparting requirements,
DOE approval of assignments, 35 U.8.C. 204, and a U.S. Competitivensss
provisian. See Appendix B, sectians | and .

The Bayh-Dole Act only applies to the allocation of patent rights.’ Therefore, a
subcentractor (small businesa, nan-profit or for-prefit arganization) may assert
capyright in computer. software without the Contracting Officer's prior approval
only if DOE has spscifically granted this right.. Under the subjact RFP, when a
subcontractor is willing 1o cost-share by an amount of at lsast 20% of the total
contract cost, the DOE agrees, in advence, to authorize the subcontractor to agaert
copyright without the Centracting Officer's prior approval in softwara producad
under the subcontract by their employses. See Appsndix B, sections | and Ill, The
‘right to sssert copyright In software Is aubject to a limited govsrnmeant-use licanse
for. a peried of five years to allow the subcontractor sufficient.time to
commerciallza the computer software.  [n the limited governmant-usa Ilcenna, the
subcantrsctor grants to tha Gavernmasnt and cthers acting in its behalf, a paid-up
nonexclusive, mevacabln warldwide license In such copyrighted computer software
to reproduce, prepara derlvative works, and perform publiciy and display publiely by
or on behalf of the Government, However, the limited government-uee llcense in
cepyrighted software wiil revert to a broad Government. license, which alloews the
Government to dlatrlbute copies to the public, if DOE march-in rights are exereised,
for example, where the subcontractor has not taken effectiva atepes to ‘
comrnercialize the software, See Appendix B, section lll, (¢)(1), third paragraph.

It le not expected that any software or hardware will be dellvered to the
Labarataries under the subject RFP. The expected deliverables will be: (1) the
demonstration of the Interconnect technology performance to prove functionality of
key hardware and saftware components as wall as overall integration of the
apprasch; (2) a decument or a dernanstratad methodology to scale to 30-100
TeraFLOP/s systems: and (3) detailed reparts of technical activities, perfarmance
rosults, and leaaons learned asgaociated with the andsavor. Thus, the limited
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amount of saftware daveloped undar the subcontracts to acaommodnto changes in
‘hardware componants such as switch and adapter designs is not a dsliverable item
that weould be deliverad to DOE's Energy Sclence and Technology Software Canter
(ESTSC). The developed computer software will be modifications of the
subcantractors’ aoftware uced for operating interconnsct capabllities. Thus, the
software would have very spacific applicability to the functiening and scallng of
specific hardware gystems and would be practically useless to DOE without the
gpeclfic hardware equipmant and the underlying propriatary software of the ,
subcontracfnrs. In fact, DQE Program intends to purchase the commereial products
that should be developed by the subcontracton after the research and development .
of the present subcontracts is concluded. However, If there is deliverable. software -
developud und dellvered to the Laboratories, DOE expects.the Laboratories to
comply with thaeir contract obligations, of providing this dslivered scftware to DOE's
ESTSC. DOE balleves granting the copytight in softwars is warrantsd hera in order
to stimulate developed end products to purcha&u in the future .

The Initlally selected domuttc subcentractars are U.S. complnles, reprasent!ng a
combination of small and large entitiga, with sxtensive backgreunds in the
supercomputer technologies. There was adequate notice of the issusnce of the
subject RFF in the Cammerce Busineee Daily. In addition, the Laboratoriea have
made other contacts during the ASC| Pragram. .Technical sxperts from each
Laboratary reviewed all of the proposals and based their initial aslection af
propesals on technical capablhty of the companiss, cost channg and adequacy of
deliverables. ‘

This Class Advance Waiver and the terms of the intellectual proparty clauses
included within the subject subcontracts are meant 1o cover the scape of the wark
under the particuler RFP No. PF-01 of the Pathforward Project and shall not. .S6TVa
as precedent for any follow-on work to be negotiated separately with the
‘subeantrectors in the future. Also, this Class Advance Waiver shall apply to
second tier subcontracts that a firet tier subcontractor issues. Howaever, this Claas
Advance Walver will nat apply to foreign owned or controllad companiea. DOE .
Patent Coungel will qualify each subcontractor by written eertification that this
Class Advance Waiver le epplicable to thelr subcantract. Such certification Wil
include vaerification of the inimum percentage cost ehare by the subcontractor. a
determinatian that the subcontractor ic a U.S. campany, and verification of the
acceptability of tha terms and conditions of the subcontract, If any company daes
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not qualify 'far this Class Adv:ncé Waiver ar is not aatisfiad with the terms and
conditlans of the subcontract neceasary to qualify for this Walver, then that
company may separately petltlon DQR for their ewn Advance Wajvar,

For the foregoing resacns, and in view of the objuctives and considerations set
forth in 10 CFR 784 and DOE Acquisition Letter 87-5, all of which have been .
conslderad. it is recommended that the requasted waiver be granted for domestic
.first tier and sacond tier subcontracts, which meet the above. requwaments,

“Dates, 'u[/ /‘z"/’

Counsel for Intellectu;d Prupcrty ,
DOE, O=akland Operations Office; CA

Based on the faregoing Statsment of Considerations, it ia determined that the
interasts of the United States end the general public will best ba served by waiver

of the United Statse’' domestic and foraign patent rights and capyright in software
copytight as set farth herein, and therefore, the waiver is granted. Thia waiver

shall not apply to a meadification or extsnslon of the subcontracts where, through
such medification or axtension, the purpose, scope ar DOE cost of the subcontracts -
has been gubstantlally altered This waiver shall not affect BNy waiver previoualv
granted. :

CONCURRENCE:

: Déta: ",/é /?7
Ibart G. Welgend :
Deputy Ascsistant Secretaty for

Stratnglc Ccmputlng and. Simulatlon (DP-5Q) -

APPROVED: -

Dgte; //A /97
77

Assistant Genersl Counsel '
.~ far Technology Transter 'nd Intellactual Prapertv

5.



- - e OGN L \oru - v~ , Py vomarvianiNy

© ASCI BLUE INTELLECTUAL PROPERTY

P.7

The £ollong is the text of Depamnent of Energ' Mamnrandum regarding Intcllectunl Propeny '

Rights for the ASCI Blue Pmmmmont.

If the rcspondmt to the RFP does fot agrae to cost-shere at least 20% of the total confract cost,
. that respondent if successful would get the standerd patent and dats clauses in connection with -
.- such a procuremnent. On the other haad, if the regpondent is willing to cost-share by an amount
of at least 20% excluding waived fco, the DOE will agree to waive, in advance, patent rights to
the respandent in its inventions and autherize the respondent to assert copynght in software
produced under the contuct subject to the following raquirement:

1. With teSpect to Patem Rxghts, a standard DOE Patent nghta Clause including the waiver will
contain the followmg provisions:

A. Any waived rights to mvcnuons will be subjcnt toa msewad government use license s

- follows: "Ths govammcnt shell have a ponexclusive, nontransferable, irrevocable, paid-
up license to practice or have practiced for or on behalf of the United States any subject
invention throughout tha world." =

B. The government will have march-in nghts to apy subject i.nvantions consistent thh the
march-in nghts set out in 35 U, S C. 203 and 48CF.R 27. 304-1(g).

C. Thatthe recipient of such rights agres to submit, upon the requent of DOE. 8 non-
proprietary report o more frequently than annyally on cfforts to utilize any tcchnology
arising under the contract,

D. Any assignmcnt' of inventinn rights is subject to DOE spproval,

That the recipient agree to the following United States Competitiveness provision: -
"Thn waiver raclphnt agrees that any products embadying noy waived invention ar produced throuh
the uke of any waived invention will be manufactured uubsunﬁllly in the United Stares, unicis the -
walver reciplent can show to the satiafiction of DOE that it {s not commercially fegsibleto doso.

" Processed, services, and fmprovements theroof which are coveéred by any waived invention developed
. undar this confract ghall be {nearporated into the contractor's memufacturing fasilitias ig the Unitad:

Stutes olther prior to ar simultancoualy with implementation cutside the United States, shall not ragult in

recduction of the use of the sxme processes, servicss, or improvements in the United States. Tho waiver
recipient further sgteas to make the above conditiofis blnding on any assignes or lieansee or any entity
otherwise acquiring r(ghu to eny waived invention, including subscquent uslgneel cr licangcea." :

F. U.S. Preference per 35 USC 204 wxll apply.
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