


If IC Gomes and UCA are unable to reach an agreement to consolidate title, each party
(UCA and IC Gomes) will have an undivided joint interest’ in the identified inventions and each
party will be free to separately commercialize the technology on a non-exclusive basis. In such a
scenario, UCA will likely commercialize its portion of the technology through a non-exclusive
license with a domestic company that has expressed interest in deploying the technology in the
United States.

If the parties agree to consolidate title with UCA, the Lab will share royalties and income
from commercializing the technology with IC Gomes upon terms mutually agreed upon between
the parties. Licensing of the identified inventions by UCA would be in accordance with the terms
of the Prime Contract DE-AC02-06CH11357, and subject to any required DOE approvals. The
technology transfer provision of the identified UCA contract also requires consideration to fairness
of opportunity in conducting licensing activities. It should be noted that ANL is subject to Public
Laws 98-620 and 101-189 in conducting its technology transfer activities.

With respect to each of the identified subject inventions the U.S. Government retains a
nonexclusive, nontransferable, irrevocable, paid-up license to practice or have practiced for or on
behalf of the United States the subject invention throughout the world, wherein the license includes
the right to produce and distribute isotopes and other byproduct materials? consistent with DOE’s
statutory authorities® and in support of DOE’s Isotope Program.

Upon evaluation of the waiver petition and in view of the objectives and considerations set
forth in 10 CFR Part 784, all of which have been considered, it is recommended that the requested
waived be granted.

Brian J. Lally

Assistant Chief Counsel
Intellectual Property Law Division
DOE Chicago Office

Date: February 28, 2013

! In the absence of any agreement to the contrary, each of the joint owners of a patent may make, use, offer to sell, or
sell the patented invention within the United States, or import the patented invention into the United States, without the
consent of and without accounting to the other owners, 35 U.S.C. 262.
“Byproduct material” as defined by the Atomic Energy Act of 1954, as amended, 42 U.S.C. 2014(e)(2). See Appendix A.
® See 42 U.S.C. 2111, which grants DOE the authority to distribute, sell, loan, or lease byproduct material (e.g. isotopes)
to qualified appllcants with or without charge. See also, Appendix A .
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Base upon the foregoing Statement of Considerations and representations in the attached
waiver petition, it is determined that the interests of the United States and the general public will
best be served by a waiver of patent rights of the scope described above, and therefore the waiver

is granted.
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