
St at ement of Co nside ration s 

RE QU EST BY MOSSE Y CREEK ENERGY FOR DOMESTIC AND FOREI GN RIGHTS IN 

SU BJECT INVENTIONS S-124,118 AND S-124,156 M ADE IN THE CO URSE OF OR 

UNDER UT-BATTELLE PRIME CONTRACT NO. DE-AC05-000 R22725; DOE 

WAIVER DOCKETS: W (l) 2011-009 AND W(l) 2011-010 {COMBIN ED) 

Mossey Creek Energy (Pet itioner) has made a tim ely request for a waiver t o wo rldw ide 
undivided rights in two subject invent ions (th e subject inve ntions) made in the cou rs e of or 

under UT-Battel le, Prime Contract No. DE-AC05-000R22725. The first invention ( S-124,118) is 
entitled, "Therma lly Conductive Electri cally Insulati ng Sil icon Contain ing Epoxy Mold ing 
Compound.'' The secon d invention (S-124, 156) is "Si nt ered Po lycrystalline Silicon Base d 

Ther rn oe lectrics." The subject inventions are both bas tl d on techno logy previously develop ed 
and pa tented by Pet iti oner re lated t o a method of economically and safelv mi lling si licon. 

The subject inventions arose from collaborat ion between Petit ion er's employee and a UT­

Battelle emp loyee wo rki ng at t he High Temperature M at eria ls Laborat ory (HTML) at th e Oak 
Ridge Nationa l La bora t ory (ORN L). Th e HTM L is a DOE User Facility funded by EER E. Petitioner 
supplied sam ples of silicon powder to OR NL to convert into pellets w hich were th en measured 

and cha racte rized. No formal agreement was in pl ace fo r the co llaboration, but it is DOE's view 
that Sect ion 9 of the Fed eral Nonn ucl ear Energy Resea rch and Devel opment Act of 1974, as 
arnend ed (42 U.S.C. 5908), is app li ca ble here. Section 9 vests titl e in DOE t o " any 
invention ... mad e or co nceived in the course of or under any contract of the Adm inist ra tion." 

"Con tract " is defi ned in Sect ion 9 as including " an y co ntract, grant, agre ement, understanding 
or other arrangement, which includes research, deve lopment, or demonstrati on work . .. or 
subcontract ." Thus, even th ough there was no forma l agreement or exchange of fund s, the 

colla boration is potent ially an " arrangement" t hereby requiring a w aiver of rights under 
Section 9 in ord er fo r Petition er to obtai n titl e to th ese invent ions. The invent ion w as join t ly 
made by the employees as a result of t he interact ion, thus UT-Battel le and Petitioner will each 
have undivi ded rights on ce th e waive r is granted to Pet it ioner. 

Wit h res pect toUT-Battelle's undivid ed ri ghts in these inventi ons, UT-Batt elle intends to 

execut e an inter- institut ional agreem ent which would designate th e Petitioner as t he lea d in 

prosecut ing, maintaining, and lice nsing th e jointlv-own ed pat ents in excha nge fo r a royalty 
share. It is not ed t hat f ut ure co ll abo ra tion s with ORNL will be under a Cooperative Hesea rch 
and Deve lopm ent Agreement {CRADA), thus precl uding the need for any ad ditional waiver of 
rights. 

Pet iti oner' s experience and experti se will contr ibute substan ti ally t o the development of the 

inventions made un der t his arrangement. Pet it ioner has been deve loping thi s techno logy for 
over ten years and has inves ted in excess of $2 M in ti me, patent expenses, and R& D. In 
addit ion .. as mentioned above, Petiti oner st at es that th e techn ology is base d upon patented 
tech nology deve loped and owned by Petit ioner. Petitioner' s employee co-inventor of th ese 
subjec inventi ons, as w ell as of the aforementioned patent, is a recogni zed t echnical leader, 



author, and entrepreneur in the field of applying physics through high temperature materials. 

He has extensive experience in the processing of sil icon fo r a wide var iety of ceramic, solar, 
chemical, electron ic, and semiconductor applications. 

Furthermore, Petitioner has close business relationships with leading silicon producers and 
epoxy molding compound industrial companies who wil l provide resources and manufacturing 
capabilities to help in expediting commercialization of t he technology. Use of the technology 

disclosed in the subject inventions is expected to provide performance irnprovemen t in a 
number of devices such as hybrid car technology and sem iconducto rs. Petitioner is currentl y 
soliciti ng ca pital to fund a beta: operation for this techn ology and solar net shape silicon wafe r 

techno logy and expects to raise around $12M in the near t errr1. 

Petitioner has agreed to accept the attached DOE waiver terms and conditions if the requested 
waiver is granted. Specifically, Petitioner agrees to abide by the conditions set fort h at 35 

U.S.C. §202-204 relating to th e Government licen se, march-in rights, preference for U.S. 
industrv, as well as U.S. Cornpeti tiveness. 

Petitioner agrees that any products embodving any waived invention or produced through the 
use of anv waived invention wHI be manufactured substantially in the United States, unless 
Petitioner can show to the satisfaction of DOE that it is not commercia lly fea si ble to do so . Jn 

the event DOE agrees to foreign manufacture, there wil l be a requirement that th e 
Government's support of the technology be recognized in some appropriate manner, e.g., 
recoup ment of the Government's investment, etc. Petitioner further agrees t o make th e 
above condition binding on anv assignee or licensee or any entity otherwise acquiring rights to 
any waived invention , including subsequent assignees or licensees. Should Petitioner or other 
such entity receiving rights in any waived invention undergo a change in ownership amountin g 
to a control ling in terest, then the waiver, assignment/ license, or other transfer of rights in the 

waived invention is suspended until approved in writing by DOE. 

Granting of the waiver should have little effect on competition since there are several 

techno logy options, this be ing one of many previously or yet-to-be developed in the 
marketplace. Thus, there shOLl ld not be undue market concentration of Petitioner prod ucts. 

In view of the objectives and considerations set forth in 10 CFR 784.4, all of which have been 

conside red, it is recommended that the requested waiver for worldwide patent righ t s in the 
subject inven tion s be granted. 

() ~ JiJ)I . ••· l 

Emily GCfchneider 

Assistant Ch ief Counsel fo r 
Intellectua l Property 

{ ""' ·'\ I ., ~~" , -~~-Date I 0 c. [ if ~· • ~ 
l 

2 



Based on the foregoing Statement of Cons idera t ions and the representations in the attached 
Waiver Petition, it is determined that the interest of th e United States and the general pub lic 
will best be served by a waiver of U.S. and foreign patent right s, and therefore, the waiver is 

granted. 

CO NCURRENCE: 

Propulsion Materials 
Ve hicles Technology Program 
Office of Energy Efficiency & 
Renewable Energy 

&7/?Pa/L 
Date 

,., 
) 

. Lucas 
Assi tant General Counsel for Technology 
Transfer and Intellectual Property 

~17.:: 
Date 




