
STATEMENT OF C01 SIDER.!;.TIONS 

REQUEST BY INVENTOR FOR THE WAIVER OF DOMESTIC AND 
FOREIGN RTGHTS TO AN IDE. TIFIED [NVEN'fl0'\1 ENTiTLED 
"RESONANT-CAVITY APPA.RATUS FOR CYTOM.GTRY OR 
PARTICLE ANA L'YS iS'' USP 5,793,485, DEVELOPI·:D UNDER DOE 
CONTRACT NO. DE-AC04-94AL85000; DOE r:\"VENTfON 
DISCLOSURE NO. S-85,819 (SD-5797); DOE WAIV ER NO. V.l ( ) 
201 l-oo_,; rv3 

The Petitioner, Paul L. Gourley (Inventor), has requested a \\'aive of the Government's 
domestic and fo eign patent rights in a subject invention entitled "Resonant-Cavi ty 
Apparatus for Cytome ry or Particle Analy·sis." The invention v,·as conceived by the 
inventor while an employee of the Sandia Corporation (Sandia). ,'andia is the M&O 
contractor for the Sandia a ional Laboratories (S L), a government-0\vned, contractor­
opc:·ated (GOCO) facility, s bject to DOE contract numb"T DE-AC04 -94AL85000 at the 
time the invention was made. 

The subject invention relates to a resonant-cavity apparatus and method for optical 
microscopic a1 d pectroscopic analysis of biological cells or dielectric particles. Sandia 
returned title to DOE by an Assignment of Patent executed May 3, 2010. f-urthermore, 
Sandia, in an Authorization to DOE dated May 3, 2010, supports the Petitioner' s request 
fo r title of1his in rention. 

This invention was developed under a SNL Laboratory-Directed Research and 
Development (LDRD) award. Federal expenditures in this suLject invention were 
approximately $300,000. In order to preserve patent rights, a atent application was 
filed by Sandia Corp on January 13, 1997 and issued on Aug 11, 1998 as US Patent 
5,793 ,485 . An a signment by Inventor Paul L Go 1rley to Sandie executed January 13, 
1997 was recorded in the USPTO on September 12, 1997. No fu rther program funding, 
other than approximat !y $5750 paid in US Patent Maintenance Fees by SNL, for or 
related to this technology has een approved nor is anticipated . On the other hand. 
Petitioner, since leaving SNL in 2009, has and shall spe,n hi::; ovvn funds (approximately 
$3 0,000 to date) to commercialize and further develop this inver ti( n should he be 
granted title. Petitioner will also expend such sums as may be requi.ed to maintain the 
necessary patent protection as well as provide incentive for commercial development of 
the invention. 

This technology is not export controlled. Furthermore, the technology docs not apply to 
the Naval Nuclear Propulsion Program or to the nuclear weapons prograrns or other 
nuclear or atomic energy defense activities of DOE. 

Petitioner has agreed t) abide by 35 U.S.C. §§ 202, 203 and 204 . Petitioner, as part of 
this petition, has agreed to the provisions of the U.S. Competitiveness Clause, which 
reuds as follows: "The Petitioner agrees that any product embodying any waived 



im·._·ntinn or proc~ uccd through t e use or any waived invent ion wili be manufactured 
::;uhstamin!!y in the Um tcd States. unless Petitioner can show to the satist; ctiun or DOF 
that it is not co1ntncrcia!ly feasible to do so. In the event DOE agrees lO foreign 
ma;mt~:cturc. ther..c will be a n::q uircment that the Governm~nt' s support of the techno log_: 
be n:·cognizcd in some appropriate manner. e. g._ recm pmcnt or Guvo..rnmcnt investment. 
~..:1c ... Furth~..:rrnon:, Petitioner has agreed to make th . s condition binding on any assi gnee 
or licensee. Peti tioner wil also abide by he Export Control la\vS and will require its 
1 ico..·nsccs. i 1' any, to do the sarnc. 

Ciranting the wa,ver i:.; t.be only ~vvay to promorc prompt comncrcia i ut ilization and 
development of t:1is invention. Petiti oner Paul L. Gourley was a Distinguished Member 
or the Technical Staff in Biomolccular Mater ials and lntcrnlccs Dcpartmcnl at Sand ia 
l"a:ional Laboratories until he left to start a company in 2009 to L:ommcn:iali ;~~~ this 
tcch;;ology. ! lc has considerable cxpcric ce ir this techno logy fideL including multiple 
p:ucms and scient i fie pap 'rs. Gt)ur lcy is a nat ionally and internationally recognized 
scientist ~md the n:cipier l of man;. a \\'ards fl·on~ DO! ~ .. scient t'ic and technological 
sdcietics. and industrial organintions. Petit ioner (ioL rlcy has :xpcricnc' with other 
technical ventures. including spinning ofl semiconduc tor lasc:r technology he invented to 
MODE ( atcr EMCORE). I Jc i tends o d ·vc.np and narkct this t. nd other health care­
related technologies. He has c l!Tently invested a' OU! $30.000 10 ru nher do..~vclop this 
technology. Tnc Petit ioner 's interest in obtaining title and actively seeking 
comme:rciallzatio~1 sufficiently sa isfies DOE/NNSA ·s technology transrcr mission 
without the need to expend additional government rund ·. 

l'c\Y l'·iotechno r · gie~ an: being in roduccd tu the market plac._ ::-: t <.l very Cast pace. 
;\d\Hll•:cs ill this technological field can become obsoklt' v\ ·ithin rno ~nhs . 13ascd on this . 
it is not forc:>ecn that the grant of thi s spec ilic waiver \\. Ot:ld in an: · way cause< decrease 
in C\llnpct iti()n. cause an u dcsi rabk market c mce nt rmion. nor place Petitioner in a 
dmn inant 11 arh:t posit ion. 

:\s such. upon evaluation ol' the Wai ver Pc~ itio n and in \'Jew or th · objectives and 
con;-; idcrat ions set forth in I 0 CFR 784, all of wl-:: ch have 'JCcn considered . it is 
n:commendcd that the requested waiver be grunted. 

/ / 



Based on the l(ln:going StatcTncnt or Considera tions and the representations or th~ 
attached \Vaivcr Petition, i is determined that the interests of the L' nited States and th · 
gcn ·ra! public will best be served by a vaiw~r o .' patent rights c,f the scope dcscrirK' I 
above and . theref(J re, the waiver is granted . 

( '( )\ C 'L · 1~R FNC I·: : 

Date: [, !. 

.-\1 )1} 1\()\i i\ l . : 

Date: 

A· ron Perea 
LDRD Pro;ram fvlanag,-.·r 
Sandia Site Ofi!ce 
National Nuclear Security· Administration 

John T. Luca~ 
.t\ ss Stant (; ancnll CoLnscl 
For Technology Transfer and 
ft cllcctua: Properly ( CiC~62) 



Based on the foregoing Statement of Considerations and the representations of the 
attached Waiver Petition, it is detcnnined that the interests of the Uni ted States and the 
general public will best be served by a waiver of patent rights of the scope described 
above and, therefore the waiver is granted. 

CONCl RRENCE: 

Date: 

APPROVAL: 

Date: 

Aaron Perea 
LDRD Program Manager 
Sand ia Site Oftice 
National Nuclear Security Administration 

. Lucas 
Assi tant General Counsel 
For Technology Transfer and 
Intellectual Property {GC-62) 




