-~ STATEMENT OF CONSIDERATIONS

ADVANCE CLASS WAIVER OF PATENT RIGHTS FOR TECHNOLOGY
DEVELOPED UNDER THE OFFICE OF BIOMASS PROGRAM FUNDING
OPPORTUNITY ANNOUNCEMENT, “RECOVERY ACT: DEVELOPMENT
OF ALGAL ADV}\I\CED BIOFUELS CONSORTIA”, DE-FOA-0000123,
W(C) 20{}9—0] 2

This advance waiver will expedite implementation of the American Recovery and
Reinvestment Act of 2009 (“Recovery-Act”) and is infended to apply to inventions of all
current and future recipients, including subrecipients, awarded under the Funding
Opportunity Announcement (FOA), “Recovery dct: Development of Algal/Advanced
Biofuels Consortia,” r&garélcss of tier, except recipients eligible to obtain title pursuant to
P.L: 96~5i7 as amendcd and Nammai Laborawﬁus

DOE’s O‘fﬂCé of Energy E fiwxmcv and Renewable Energy (EERE), through the
Oftice of the Biomass Program (OBP), is providing federal assistance for establishing
consottia-for twe distinct topic areas: (1) Algal Biofuel Consortia, and (2) Advanced
Infrastructure Compatible Biofuels-Consortium. Each.consortium-will synergistically use
their unique capabilities to-expedite the developnient of biomass-based fuel production
pathways. These teaming efforts are expected to involve specific scientific, engineering,
system design, analysis, and project management disciplines that catt work together
eftectively to accomplish the stated pmject objectives.

The Algal Biofuel Consortium or Consortia will take a research and development
approach 0. investigate the potential for algae to cammercially produce a variety of
hiofuels, such as renewable gasoline; diesel or jet fuel. Jt is anticipated that the
partnerships selected from this topic area will develop the framework for sustainable
algag production that is ultimately: reqmrﬁd for'this tecimoiegv to reach
wmmemahmimn , :

'{’hc Advanced Infrastructure Compatible Biofuels Consortium wiil develop new and
innevalive approaches for the conversion of biomass (o-advanced biofuels that are
mfr&imctm*e wmpanbic (: e, bmﬁwls that can rﬁ,adt]y be smred transpﬁrte&fdxsmbufed
such as cngme& tm-bmc?, and bumm) cswntsaﬁy gomg bey ond cum.m tcchmcal
pathwavs fm‘ pro&mmg hydmcmbom from biomass feedswcks

T:.ammg anangmunts ,:msth Ibrm of consortia, among the recipicnts under this
award are required. Each consortiym shall include a fecipient who:will be the
Consortium Lead and subrecipients who will be Consortium Members. Each Consortium
Lead may be (1) an institition of h;ghm education; (2) a nonprofit or for-profit private
entity; (3} a state or local government; (4) an Indian Tribe or Tribal Energy Resource

)weiupxmm Organization or Group; or (55 a DOE/NNSA National Laboratary
Contractor. Each Consortium Member may be any of the foregoing entities. as well as




other Federal agencies and non-DOE Federally Funded Research and Development
Center (FFRDC) Contractors. However, nonprofit organizations engaged in lobbying are
not eligible to participate in any capacity. Although foreign participants are not eligible

as the ConsortiumLead, foreign participants are eligible as Consortium Members
provided certain hmxtauom. are: met

One to two awards are cxpecwd under Topic Area 1 and only one award 15 expected
under Topic Area 2. However, as described above, cach award will be to a consortium
that will include a lead and plurality of members. It is anticipated that cach team will
develop an appropriate allocation of patent rights among the tecipients, including
subrecipients, to facilitate the commercial development of the respective technical areas
formingthe sub;ef:t matter of eaeh award, subject to the requirements of the Bayvh-Dole
Act, ' T

A minimum cost share of 20% of the total project cost is required. -However, using
the Secretary’s statutory authority, under the Recovery Act, to reduce cost share
requirements, a cc}nsﬂrtiﬁm may pmposc cost share as low as 10%.

it is: the purposc af thls class waxve;: to vest txtic w the paﬁxas mvemmns wzth the

wmmemahze the xsanous techmmgm.ﬁ Accar&mglv;,[}()h wxil waive ma ; -
Government’s title 10 subject inventions, other than-inventions made by Bayh-Dole
recipients pursuant to P.L. 96-517, as amended,.or National Laboratories, to the
respective recipient or other recipients as may be designated by the parties agreeing to the
terms of this waiver.

This advance class waiver of the Government’s rights in inventions is subject to the
usual Government Hcense, march=in rights, andpreference-for U.S. industry provisions
set out in 35 U.S.C. 202-204.-The class waiver also includesthe attached U.S.
Competitiveness clause, paragraph t, which requiresthat products embodying any waived
invention or produced through the use of any waived invention be manufactured
substantially in the United Siates unless the recipient of the waiver demonstrates 10 the
satisfaction of DOE Field Patent Counsel, with the concurrence of the cognizant DOE
program, that it is ot pmgrammattcaﬂv or commercially feasible to do so." Field Patent

~ounsel, for good cause shown in writing, may grant a deviation from this UL.S.
Competitiveness clause in advance of comrectmg The recipient further agrees to make
the above condition. bmdmg on any entily acquining rights to any waived invention,
1nc£udmg subsequent assignees or licensees. - Should the recipient or other such entity
receiving rights in‘any waived invention undergo a change in ownership amounting to a
controlling mterm then the waiver, as&gnme:m license, or other transfer of rights in the
waived mvenmzx is suspended until appmved in wnmag by BOE.

T he grant af this class waiver is not expectsed to have any adverse clfects on
competition or market concentration. Rather, the waiver should enhance competition and
growth of OBP s goals of (1) increasing the viability and deploviment of renewable
energy technologies, thereby (2) spurring the creation of a domestic bio-industry,


http:forgoodc.au

resulting in (3) a dramatic reduction in dependence on'imported oil. In any event, if
recipient who has obtained title is not making reasonable efforts to utilize a w saived
invention, DOE can exercise march-in rights.

This advaiice class waiver shaﬂ apphf to each of the remplcnm Jmludmg.
subrecipients, undér the téaming arrangements upon the Contracting Officer’s written
notice to Field Patent Counsel that the recxpwm is obligated to provide cost sharing as set
forth in the applicable FOA, and shall remain in effect for so long as such cost sharing is
maintained over the term of the agreement.

In addition to the above, all recipients under this FOA, other than recipients which are
domestic small businesses or-non-profit organizations under P.L.. 96-517, as amended, or
National Laboratories, shalizgive DOE writien notice of their aceeptance of the terms and
conditions of this class waiver prier to entering into any agreement incorporating the
terms of this waiver. Except as otherwise specifically approved by DOE Patent Counsel,
a recipient’s acceptance of an agreement under this award, at any tier, shall constitute that
recipient’s notice Yo DOE of its acceptance of the terms and conditions of this class
waiver.

Inthe event a recipient which is a member of a teaming arrangement does not
participate in subsequent phases of its project, the remaining recipients in that recipient’s
team shall retain, as-a minimum, a royalty-free, nonexclusive license throughout the
world, with the right to grant sublicenses, in each subject invention held by such recipient
pursuant to this class waiver, except as otherwise approved by DOFE Field Patent
Counsel, However, in no event will recipients eligible to obtain title pursuant to P.L. 96-
517, as amended, or National Laboratories be required to license other recipients its
subjeet inventions.

Considering the foregoing, and in view of the statutory abjectives to be obtained and
the factors tobe considered under DOE’s statutory waiver policy, all of which have been
considered, it has been determined that this class waiver as set forth above will best serve
the interest of the United States and the general public. Tt is recommended that the
waiver be granted.

Glen R. Drysdale
Patent Counsel, Golden Freld Office

Date: 1of ‘D%I o4




Based upon the foregoing Statement of Considerations, it is determined that the
interests of the United States and the general public will best be served by awaiver of the
United States and foreign patent rights as set foith herein, and, therefore, the waiver is
granted. This waiver shall not affect any waiver previously granted.

. APPROVAL:.
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(O U.S, COMPETITIVENESS

The Contractor agrees that any products embodying any waived invention or produced
through the use of any waived invention will be manufactured substantially in the United
States unless the Contractor can show to the satisfaction of the DOE that it is not
commercially feasible to doso. In the event the DOE agrees to foreign manufacture,
there will be a requirement that the Government’s support of the technology be
recognized in some appropriate manner, €.g., recoupment of the Government's
investment, etc. The Contractor agrees that it will not license, assign or otherwise
transfer any waived invention o any entity unless that entity agrees to these same
requirements. Should the Contractor or other such entity receiving rights in the invention
undergo a change in ownership amounting to a controlling interest, then the waiver,
assignment, license, or other transfer of rights in the waived invention is suspended until
approved in writing by the DOE.





