STATEMENT OF CONSIDERATIONS

ADVANCE CLASS WAIVER OF PATENT RIGHTS FOR TECHNOLOGY
DEVELOPED UNDER THE SOLAR ENERGY TECHNOLOGIES PROGRAM
(SETP) FUNDING OPPORTUNITY ANNOUNCEMENT, “RECOVERY ACT:

HIGH PENETRATION SOLAR DEPLOYMENT.”
DE-FOA-0000085; W(C)-2009-007

The Depariment of Energy (DOE) is providing federal assistance under its Solar
Energy Technologies Program (SETP) to conduct research. development. demonstration
and deployment activities to accelerate widespread commercialization of clean solar
energy technologies across America, diversifying the Nation’s electricity supply options.
while increasing national security and improving the environment. The SETP structures
its RDD&D activities into four subprogram areas: Photovoltaics (PV), Concentrating
Solar Power (CSP), Systems Integration, and Market Transformation. This Funding
Opportunity Announcement (FOA) addresses only the impacts from PV-sourced solar
electricity. The improved understanding of the effects of high-penetration solar
electricity on-the reliability and stability of the electric power system will allow solar
electricity to be on an even playing field with other generation resources in an integrated
resources planning process and will allow solar electricity to be fully integrated into
power system operations, from serving local loads to serving as grid resources for the
interconnected transmission and generation system. This advance class waiver is
intended to apply to inventions of all current and future recipients and subrecipients
awarded under the SETP Funding Opportunity Announcement, “Recovery Aet: High
Penetration Sotar Deployment,” regardless of tier, except reciptents eligible to obtain title
pursuant (o P.L. 96-517. as amended, and National [aboratories.

The objectives of this FOA are to 1) develop the needed modeling tools and database
of experience with high penctration scenarios of PV on a distribution system, 2) develop
monitoring, control and infegration systems to enable cost-effective widespread
deployment of small modular PV systems and 3) demonstrate the integration of PV and
energy storage into Smart Grid applications. These objectives will accelerate the
placement of high levels of PV penetration into existing or newly designed distribution
circuits. The achievement of these goals will facilitate increased growth of grid-tied PV
nstallations. thus supporting the SETP’s mission to accelerate widespread
commercialization of clean solar energy technologies in the United States.

Teaming arrangements among the recipients under this award are expected, Where
appropriate. each team may be composed of a prime recipient and one or more
subrecipients. It is anticipated that each of the teams will develop an appropriate
allecation of patent rights among the recipients to facilitate the commercial development
of the respective technical areas forming the subject matter of each award. DOE
anticipates making 9 to 13 awards under this announcement. Approximately four awards
are planned for Topic Area ; five awards are planned for Topic Area 2; one award for
Topic Area 3; and, one award for Topic Area 4.
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It is the purpose of this class waiver to vest title to the parties” inventions with the
recipients and subrecipients in a fashion enabling them the expediently commercialize the
various technologies. Accordingly, DOE will waive the Government’s title to subject
inventions, other than inventions made by Bayh-Dole recipients pursuant to P.1.. 96-317.
as amended, or National Laboratories, to the respective recipient or other recipients as
may be designated by the parties agreeing to the terms of this waiver.

This advance class waiver of the Governiment’s rights in Inventions is subject to the
usual Government license, march-in rights, and preference for U.S. industry provisions
set outin 35 U.S.C, 202-204. The class waiver also includes the attached U.S.
Competitiveness clause, paragraph t, wlich requires that products embodying any waived
invention or produced through the use of any waived invention be manufactured
substantially in the United States unless the recipient demonstrates to the satisfaction ot
DOE Field Patent Counsel, with the concurrence of the cognizant DOE program, that it is
not programmatically or commercially feasible to do so. Field Patent Counsel, for good
cause shown in writing. may grant a deviation from this U.S. Competitiveness clause in
advance of contracting. The recipient further agrees to make the above condition binding
on any entity acquiring rights to any waived invention, including subsequent assignees or
licensees. Should the recipient or other such entity receiving rights in any waived.
invention undergo a change in ownership amounting to a controlling interest, then the
waiver, assignment, license, or other transfer of rights in the waived invention is
suspended until approved in writing by DOE.

The grant of this class waiver is not expected to have any adverse effects on
competition or market concentration. Rather, the waiver should enhance competition and
growth of SETP’s mission in diversifying the energy supply, reducing the country's
dependence on imported fuels, improving air quality, and offsetting greenhouse gas
emissions. In any event, if a re¢ipient who has obtained title is not making reasonable
cfforts to utilize a waived invention, DOE can exercise march-in rights.

This advance class waiver shall apply o each of the recipients under the teaming
arrangements upon the Contracting Officer’s written notice to Field Patent Counsel that
the recipient is obligated to provide cost sharing as set forth in the applicable Funding
Opportunity Announcement, and shall remain in effect for so long as such cost sharing is
maintained over the term of the agreement. For this Funding Opportunity
Announcement, cost share is 20 percent for Topics | and 2, and 50 percent for Topics 3
and 4. :

In addition to the above, all-recipients under this Funding Opportunity
Announcement, other than recipients which are domestic small businesses or non-protit
organizations under P.L. 96-517, as amended, or National Laboratories, shall give DOE
written notice of their acceptance of the terms and conditions of this class waiver prior to
entermg into any agreement incorporating the terms of this waiver. Except as otherwise
specifically approved by DOE Patent Counsel, a recipient’s acceptance of an agreement
under this award, at any tier. shall constitute that recipient’s notice to DOE of its
acceptance of the terms and conditions of this class waiver.



In the event a recipient which is a member of a teaming arrangement does not
participate in subsequent phases of its project, the remaining recipients in that recipient’s
team shall retain, as a minimun, a royalty-free, nonexclusive license throughout the
world, with the right to grant sublicenses, in each subject invention held by such recipient
pursuant to this ¢lass waiver, except as otherwise approved by DOE Field Patent
Counsel. However, in no event will recipients eligible to obtain title pursuant to P.L. 96-
517, as amended, of National Laboratories be required to license other recipients its
subject inventions.

Considering the foregoing, and in view of the statutory objectives to be obtained and
the factors to be considered under DOE’s statutory waiver policy, all of which have been
considered, it has been determined that this class waiver as set forth above will best serve
the interest of the United States and the general public. It is recommended that the
waiver be granted. ‘

Hilia Cook Moody
Patent Counsel, Golden Field Office
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Based upon the foregoing Statement of Considerations. it is determined that the
interests of the United States and the general public will best be served by a waiver of the
United States and foreign patent rights as set forth herein, and, therefore, the waiver is
granted. This waiver shall not affect any waiver previously granted.

CONCURRENCE: APPROVAL.:
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Technology, Transfer, and
Intellectual Property, GC-62
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(t) U.S. COMPETITIVENESS

The Contractor agrees that any products embodying any waived invention or produced
through the use of any waived invention will be manufactured substantially in the United
States unless the Contractor can show to the satisfaction of the DOE that it is not
commercially feasible to do so. In the event the DOE agrees to foreign manufacture,
there will be a requirement that the Government’s support of the technology be
recognized in some appropriate manner, ¢.g., recoupment of the Government’s
mvestment, etc. The Contractor agrees that it will not license, assign or otherwise
transfer any waived invention to any entity unless that entity agrees to these same
requirements. Should the Contractor or other such entity receiving righis in the invention
undergo a change in ownership amounting to a controlling interest, then the waiver,
assignment, license, or other transfer of rights in the waived invention is suspended until
approved in writing by the DOE.





