
STATEMENT OF CQNSIDERATIONS 

ADV ANGE CLASS W AIYER OF PA.TENT RIGHTS .. FOR TECHNOLOGY 
DEVELOPED UNDER SUBCONTRACTS ISSUED BY 11IE CRITICAL 
MATERIALS INSTITUTE tcMI) PURSUAN't .TO DOE SOLICITATION NO. 
DE-FOA-0000687 ENERGYJNN.QVATIQN HUB'- CRITICAL MATERIALS­
&10RAGE; W(C)-2013-006 

'The: Department of Energy (DO:ij)·is :fiiitctlng:seventl Energy Irinovatioh Hubs coinP.rl'seq 
offarge; multidisciplinary teams: of werJd cl~s .. hivesti.gafur.S, f'o'cusecl on crltical national 
energy needs that will shorten div path: fi{?m .:lab~~focy innovation. to lechP.ological 
development and help ensure contlnuedA.mencan competitiveness, economic growth al)d 
energy security: One of the Energy Inno.vatioll> Hubs,. the Criti~al Materials Institute 
(CMI) is focused on technologies that will make better use of tlte critical I\laterials we 
.have access to as well as eliminate· the Q~ for materials that are subject to supply 
·disruptions. In furtherance 'Of these goals~ this patent wavier applies to subject inventions 
of all current and future CMI subaw.ardees, regardlesS".oftier, except participants eligible 
to obtain title pursuant to P.L. 96-5l7, as ·amended, and National Laboratories, in order to 
facilitate the transfer of CMi technologies to the marke~lace. 

Led by the· Ames Laboratory, the .. CMI te·am :includes: ·partners frob.l three..·other naliomtl 
1abotatorie.s - ldaho National Laopna.tpzy.; 'I:~wr.en.c,ci LiveIIIIpr:e-National Labor.atory, .and 
Oak Ridge Natio®I La:borafury,c!nd·.seveii mtl~rsities...,. Brown Upivetsify, th~C¢loraqo 
S.ch.o~l -0f Mines. Purdue Universify, Rutgers Universltr.s.. t.Jmversity .ofCalifomia:-DavisJ 
Iowa Sfufe University, and Elatidijpdpsajal ap.d PJipwJk.~ Re~earch- ~fute .. IndustrY 
·partners.include General Eleetri".1 btt System:si.:tnc~ •. SpinTek Filtration, Ine,;. Advanced 
'aecoyery, Cytec, fuc.> .Molycoi-p,.Jn.c. @d ~llribol ~teria\s, ·ueadqµartered ~t:;Ames, the 
CMl 15rings together many of th.eworltl'ir leadin& niatetials·.re§earchets-around a common 
-objective of: diversifying supp1ie.s, Q.eyt;l~pit}g 1i:Ub.stitute materials that ~ meet needs 
without using:the materials we use·today~ de'V.eloping'fools for recycling materials that' ate 
needed, and forecasting what materials n;ri~t bee-o,me:·critlcal in.the future, 

It is anticipated that CMI will be fundetLup to.a total of $120 .millio~ over·the ihitial five 
·year award period, pending Congressiotial ~ppropriatiol)S cmd may be extendea for 
additional funding periods. DOE national laboratories will receive Hub funds directly 
from DOE via Field Wor~ Authorizatio~ and wiI1 be abj~ to elect title. to inventions they 
develop through the terms of their Management and Operating (M&O) contracts, as 
authorized by P.L. 96-517, as am.ended, (the .Bayh,.Dole Act) as codified in 35 U.S.C. 
200-212, or the applicable DOE Cl~s Patent Waiver covering the inventions developed 
at the facility. · 

All other CMJ participants will be funded through Laboratory subcontracts. University, 
non-profit, and domestic small business subcontractors (Bayh-Dole Subcontractors) will 
be able to elect title to inventions they developed through the tenns of their subcontract, 
consistent with the Bayh-Dole Act. In contrast,. l.nventions developed by non-Bayh-Dole 
subcontractors (e.g. large businesses) vest with the Government under the broad title 
vesting authorities of the Atomic Energy Act of 1954, as amended, (42 U.S.C. § 2182), 



\ . 

·and S'ection 9·oftlie Federal Nonn~olear En.ergy" Re~~cP..:ahd .(')~yelQpm~.nJ Aet of 1 Q(4. 
(4iJXS._C. § 5908) unless waived by DOE. 

ACG"Ptdingly. DOE hereby waives ·the. Govemmcitt'sjitJe th subje'Gt tn~entjQ,\1,S made b.y. 
e1;1'1plo:?ees ·of .all past, current, a,n-Q· future CMI large:.busirws~ subc.ontractors :(pr :Other 
.nt>n .. Bayh-Dole · subcontractors), tegatdles~· of tier ·fO :enable the :P..aftieipflll~ 'to . 
.e~~dkntly cemmercialize the ·vc;UiOu,s technolcgles in a~co1danti.e wlth CMi it> 
Mahagement Pkm. While it is antieipateq l1}3;t.,alJ S\!Q"a:Wat<fs tQ; Qni'v:~r.~ity,. nun-prnijls 
ruid:foi-profitentitfes will b.e issu-ed as subeotittacts ,b.y· Artles:undef1'ts.M&O"C61;ltm~t,~ 
:the CMI lead, it is recognized that 'th~re! IIlay b~ lhe n~d.; for .other N:atibnat Laboratory 
,partfo~pmtts to 'issue· subcontracts from tifue:to tlme. Th.etefore" .,hi~ cl!!SS ~ai,V.e.t C-u,v~r~ 
all CMJ sub~ontracts 'issued by National Lab Participants to,large:~I»usine:ss (ot oth~t'nort~. 
Bayh-Dofo) entities. · · 

1t sho~d be noted that lhe Critical Ma!erials FOA reguir~i; f qi:,-profit.-enfities- to prov.i.qe· a 
minimum 20 percent cost share for hoth Research.. ·and 1'eveloped (R&D) and 
DerllonStration and Deployment (D'&D) actfVities. fhis =cost ·share is based on the po.rtfon 
of the Hub budget proposed by e-ach for-profit c;ntili)'. For all other non· Federal ~rttitie$. 
cost.sha?ng is encouraged, put not required for R&O, and .a minlln.um:Gf 20 per.cent is 
t'equir.ed. for D&D activities. The cost ·sh~ fQr .:O&:D ·~~tiviti~~ Wilt Q.e: bas~il q~ ihe. 
,p.ortiQn 9_f;the Hub budget proposed by e$h.~nth,y. ail ·enti:fies.-m.ust,·1Atltidtfteg'µited cast 
~fi~ in their propQsed buqget~ anci ~l ~Qst;,,sJ>.aj:.~d ftw~!pg mJJS~ ~ll!<;~fr.qm1n_on,.Federa.r 
sourc.e:s' uriless ntherwise. _permitted by .Jaw, Thi-s:··wai-Vet is ·cc>ntih'g,efi,t'tfporf rrt~Pt~infn&i 
~na.,ggre.gate, .the above Gast sharing per~p,htg<&<Q:v~;tb~~wse :ofthe·ptQject. 

T.bl.s. .a.dyaI)ce d~s waiver of the Government's ri~ghts: in imJentlons fa .stib}ect tb. the.: 
'.attaelied tenns and conditions (see .Atmctunent Aj incJ~gjng. the usij~ 0.~Ye.mment 
li®nse, march-in rights, and preference tor. U:S. ind.ustr.y--pro:.,zisiurtS,;set out'in 35 :U,s:c. 
102-2.e4, The a~ched terms also include~ V~S~ CQ.mpetitivenes$;:·~laJJSe; Ra.fagr~ph (t)·, 
~nfch requires that products embodying any waiv.ed. invention CO'r proauced tfuougb the 
u~~ of('.l,lly waive.d invention be manuf~cture.d subs.~tjalJ;y in the,.U..nite.d States. unless the 
·parti.clpant demonstrates to the satisfaction of'DOE Field Patent Counsel., with the Written. 
cencur,renc~ of the cognizant DO'E Brogtam; that it :is- ·not programmatically t>r 
commercially feasible to do so. Su.bcontractoi:sfudfte(~gte'e tq.mak-e the:ab9ve conditio.n 
binding on any entity acquiring tights tii> .any Wai\:'ed . .inv..eriti0n1 1ncluBing subseqtienf 
assighees or licensees. Should s1,1bcontractors or o~er ~ntity ree.e.iVing nghts in· any 
w.aived invention undergo a change in ·o\.Vnersh'ip-amountirtg..to a controlling· tnf~res't,_then 
t}:ie waiver, assignment, license, or other transfer of ,rjghts. in ·the waived irtv..e.ntion is 
suspended until approved in writing by DOE. 

The grant of this advance class waiver is not expected 'to have any a~versQ. eff~cis Qn 
~mpetition or market concentration. Rathci;, the waivet should ennance. competition and 
growth of domestic supplies of critical materials and related industries. In ·any event. if a 
participant who has obtained title to an invention. arising. under the project is n9t making. 
reasonable efforts to utilize a waived invention, DOE ~an exercise ·march-in rights. 

.. 
! 



Except as -otherWise specifically approved by l)'dE: Patent Counsel, acceptance of a .CMl 
subcontract by a non-Bayh-Do1e subeontractot shall ·constitll..te notice, to POE ofthe: 
subcontractor's acceptance of the, t~n;n~ anQ.~~onditio,n,s of thls class waiver, 

Consiff,ering the foregoing, ana 'in view ,of the statutory-·;0l?j.e~ti'Y.eS to be. ·<:Jotained ·apd th:e 
factors to be considered under DOE's statu~ory. waiv-~r-,ppli~y.. -all of'whicn .have been 
tgrtsidcred, it has been detennined that this advance ·cl~'\\laivei' ~:~set t<!.rth ;;h9v.o, will 
best serve tlre interest of the Unit_ed &~ates 'l.lld Ole=· ge.neraL.p.ubI'ic. n ·is;reeomhlenaed that 
th~w.aiy granted. 

Based .upon t)te foregoing ·Statement of Con~iifeditjoru;~,Jt js._ d.etep.flin.e.tl lb.al the ~inter.ests 
9f'rJ:l;e United Sµte$ and the gen~ral pJ1b{i9_ wit1 b'est."be set:Y'ed:·by a·wruver oftfi~· :U.nit~d 
·States and foreign patent rights aS' ~et forth :hereiJi, &J.lQ, .\he.re.fo,.-~~ , tlre w~i:~·et ,fs m-ruited. 
This waiver shall not affect any waiver preYiously gratited. · · 
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