


annual reports for (10) ten years following the completion of the project period or until
the patent is allowed to lapse or expire, whichever comes first. If scld or transferred this
reporting obligation will pass on to the buyer or transferee for compietion of the ten year
period of time.

The advance patent waiver also includes the attached U.S. Competitiveness
clause (paragraph t) which requires products embodying any waived invention or
produced through the use of any waived invention be manufactured substantially in the
United States unless the participant can show to the satisfaction of DOE that it is not
commercially feasible to do so. The contractor further agrees to make the above
condition binding on any assignee, licensee or other entity acquiring rights to any waived
invention, including subsequent assignees or licensees. Should the Contractor or other
such entity receiving rights in any waived invention undergo a change in ownership
amounting to a controlling interest, then the waiver, assignment, license, or other
transfer of rights in the waived invention is suspended until approved in writing by DOE.

in view of the cost sharing and other equities between GE and its subcontractors,
it is anticipated that the parties will develop an appropriate allocation of patent rights
among the participants to facilitate the expeditious development of the technology
forming the subject matter of the agreement. Accordingly, DOE will waive title to all
subject inventions made by GE’s employees and its subcontractors’ employees,
regardless of tier, except inventions made by subcontractors eligible to retain title
pursuant to P.L. 96-517, as amended, or National Laboratories, to GE or its
subcontractors, as mutually agreed by the parties. Except as otherwise approved in
writing by DOE Patent Counsel, a party’s acceptance of a subcontract under this
agreement, at any tier, shall constitute GE's certification that it has provided that party
with a copy of this Statement of Considerations and that party’s notice to DOE that it
accepts the terms and conditions of this advance waiver. Furthermore, a subcontractor
has the right to request a waiver from DOE in its own right, rather than having to pass
through the contractor to acquire title to subject inventions. Additionally, subcontractors
who receive title under this waiver shall notify DOE Patent Counsel in writing of such
disposition of patent rights.

Considering the foregoing, it is believed that granting this waiver will provide
Petitioner with the necessary incentive to invest its resources in the commercialization of
the results of the agreement in a fashion which will make the technology available to the
public in the shortest practicable time. Therefore, upon evaluation of the waiver petition
and in view of the objectives and considerations set forth in 10 CFR Part 784, all of
which have been considered, it is recommended that the requested waiver be granted.

ark P. Dvorscak
Deputy Chief Counsel
Intellectual Property Law Diyision

Date: April 17, 2012

Based upon the foregoing Statement of Considerations and representations in
the attached waiver petition, it is determined that the interests of the United States and
the general public will best be served by a waiver of patent rights of the scope described



above, and therefore the waiver is granted This waiver will not apply to any modification
or extension of the cooperative agreemen ere through such madification or
extension, the purpose, scope or cost of tt o]} ive it |
substantially altered.

CONCURRENCE: APPROVAL:

Regig’Conrad John TyLucas

Office of Fossil Energy Assistgnt General Counsel for

FE-224 Technology Transfer and Intellectual
Property

Date: 07///#7 /2 Date:___



\
>

ny products € ~bodying any waived invention or produced
d invention w 2e manufactured substantially in the United
can show to 1. . satisfaction of the DOE that it is not

0. Inthe event the DOE agrees to foreign manufacture,

iat the Gove -~ 2nt’s support of the technology be

3 ner, , oupment of the ~overnment’s

stor agrees that it will not license, assign or otherwise

| to any entity ~less that entity agrees to these same
ntractor or ot _r such entity receiving rights in the invention
1ip amounting *» a controlling interest, then the waiver,

transfer of rig...s in the waived invention is suspended until
)E.



(h) Reporting on utilizatic
The Contractor a
period as may be specifit
ut  ation of a subject inv
m :bythe Co ractor¢
information regarding the
« iroyall ved |
may re ionably specify.
Contractor, on the possit
» DOE deems sufficien
subject inventions. The (
request by DOE in conne
accordance with aragraj
under this paragraph is ¢
priv :ged and confidentic
by law, it she not disclos
Contractor agrees to subi
completion of the project
whichever comes first. [
buyer or transferee for co

f subject inver Jns.

2s to submit e--"1al reports every 12 months (or such longer
oy the Patent  unsel) from the date of the contract on the
ion oroneffc  at obtaining such utilization that are being
any of its lice ~ :e or assignees. Such reports may include
itus of develc  ent, date of first commercial sale or use,
he Contractol  1d such other data and information as DOE
wever, DOE 2es to permit periodic discussions with the
rof alternative  port contents or reporting schedules which
provide the r  :ssary information on utilization of the
ftractor also @  es to provide additional reports as may be
n with any m  1-in proceedings undertaken by DOE in

j) of this clau To the extent data or information supplied
idered by the —cntractor, its licensee or assignee to be

1d is so mark~~ DOE agrees that, to the extent permitted
uch informati !0 persons outside the Government. The
the annual re  ts for (10) ten years following the

iod or until tt  atent is allowed to lapse or expire,

Id or transfer  this reporting obligation will pass on to the
letion of the1  year period of time.





