


According to PARC, it can only justify participating in this cooperative agreement and
providing the 25% cost share, if it can protect the results of the cooperative agreement. The
waiver will allow PARC to pursue patent protection for its subject inventions under this
cooperative agreement. Without this protection, PARC believes it cannot create a commercial
offering that is compelling to others. Therefore, PARC believes that the success of its
commercialization goals depends directly on its ability to obtain a patent waiver.

PARC has agreed that this waiver shall be subject to the march-in and preference for U.S.
industry provisions, as well as the U.S. Government license, comparable to those set out in 35
U.S.C. 202-204. Further, PARC has agreed to the U.S. competitiveness provisions as attached to
this Statement. In brief, PARC has agreed that products embodying any waived invention or
made through the use of any waived invention shall be substantially manufactured in the United
States, and that PARC will not license, assign, or otherwise transfer any waived invention to any
entity unless that entity agrees to these same requirements.

Referring to item 10 of the waiver petition and item (k) of the additional information
submitted by PARC, in granting this waiver, PARC believes that “[w]hile PARC may capture
certain proprietary methods useful for high throughput screening mineral samples, there are other
groups practicing related methods, and so [PARC does] not believe that there will be an
excessive market concentration’’ as a result from the granting of this patent waiver.

Considering the foregoing; it is believed that granting this waiver will provide PARC
with the necessary incentive to invest its resources in commercializing the results of the
cooperative agreement in a manner that will make the above technology available to the public in
the shortest time. Therefore, upon evaluation of the waiver petition and in view of the objectives
and considerations set forth in 10 CFR 784, all of which have been considered, it is
recommended that the requested waiver be approved.
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Based upon the foregoing Statement of Considerations and representations in the attached
waiver petition, it is determined that the interests of the United States and the general public will
best be served by a waiver of patent rights of the scope determined above, and therefore the
waiver is approved. This waiver shall not apply to any modification or extension of the
cooperative agreement, where through such modification or extension, the purpose, scope, or
cost of the cooperative agreement has been substantially altered.

CONCURRENCE: APPROVAL:

Milliken John T. Lucas
Acting Program Manager Assistant‘General Counsel for Technology
Geothermal Program Transfer and Intellectual Property

Date:

SEARLTE Date:








