STATEMENT OF CONSIDERATIONS

Request by Ford Motaor Company Research and Advanced Engineering

Laboratory for an Advance Waiver of Domestic and Foreign Invention

Rights under DOE Cooperative Agreement No. DE-FC26-08NT04384;
W(A)-09-034, CH-1496

The Petitioner, Ford Motor Company Research and Advanced Engineering Laboratory
(Ford), was awarded this cooperative agreement for the performance of work entitied “Ford
Plug-In Project: Bringing PHEVS (Plug in Hybrid Electric Vehicles) to Market”. The goal of the
cooperative agreement is to develop a pathway that accelerates commercial mass production of
plug-in hybrid electric vehicles. The program has two elements: demonstrate the capability of
the technology through a small-fleet vehicle deployment, and, develop a sustainable business
case for PHEVs through market analysis and scenario planning. Further details of the research
to be conducted under this agreement are provided in response to question 2 of the waiver
petition. The waiver is to apply to Ford's and its subcontractor's employee subject inventions,
except inventions made by subcontractors eligible to retain title to inventions pursuant to P.L.
96-517 as amended. Currently Southern California Edison is the only large business
subcontractor under this cooperative agreement.

The total estimated cost of the cooperative agreement is $20,027,792, with the DOE
share being $10,000,000, or 50%. Cost sharing of the project by Ford is thus $10,027,972 or
fifty percent (60%). The period of performance of the agreement is from October 1, 2008 to
June 30, 2012.

In its response to questions 5 and 6 of the attached waiver petition, Ford has described
its technical competence in the field of hybrid vehicle technologies. Specifically, Ford states
that it has a significant amount of experience with R&D government contracts, including the
Sustainable Mobility Technology and Hybrid Vehicle organization. Ford has listed many patent
filings in the area of hybrid vehicle technology over the past years in response to question 5.
Ford states it has invested over $100 million in the research and development of Hybrid Electric
Vehicle technology, Electric Vehicle Technology, and other alternative fuel technologies, and
details of its technical competence are found in response to question 6 of the waiver petition.
Ford's technological experience and financial investment demonstrate its expertise as well as its
commitment to further development and improvement of hybrid vehicle technologies.

From its response to question 10, Ford states that it is unlikely that grant of the waiver
will place Ford in a preferred market position since there are a number of Original Equipment
Manufacturers (OEMs) that are actively pursuing research in this area. Ford also intents to
commercialize any inventions covered by this waiver,-such that For will most likely become one
of several competitors in the field along with others who are presently engaged in Plug-In Hybrid
Vehicle research. It is unlikely that competition will be adversely affected by grant of the waiver..

The subject cooperative agreement will be modified to add the Patent Rights--Waiver
clause in conformance with 10 CFR 784.12. This waiver clause will also include a paragraph
entitled U.S. Competitiveness, in which Ford agrees to substantial U. S. manufacture of subject
inventions (attached hereto). Additionally, Ford agrees not to transfer subject inventions to any
other entity unless that other entity agrees to these same requirements.

In view of the cost sharing and other equities between Ford and its subcontractors, it is
anticipated that the parties will develop an appropriate allocation of patent rights among the
participants to facilitate the expeditious development of the technology forming the subject




matter of the agreement. Accordingly, DOE will waive title to all subject inventions made oy
Ford's employeas and its subcontractors’ employees, regardless of lier, except inventions made
by subconiractors eligible 1o rélain fitle pursuant to P.L, 96-517, as amended, or National
Laboralones, 1o Ford or its subcontractoss, as mulually agreed by the parties. Excepl as
otherwise approvad in witng by DOE Patent Counsal, a party's acceptance of a subcantract
under this agreemeant, at any tier, shall constitute Ford's cedification that it has provided that
party with a8 copy of this Statemant of Considerations and that party's notice to DOE that it
accapis the lerms and conditions of this advance waiver. Furthermore, 8 subconiractor has the
righl 10 request a waiver from DOE in its awn right, rather than having to pass through the
contractor to acquire title to subject inventions. Additionally, subcontyacions who racaive title
undear (bis waiver shall notify DOE Patant Counsal inowsiWing of such disposition af palent rights,

Considering The foregoing, it is believed that granling the walver will provide the
Pettioner with the necessary Incentive lo inves! résources in the commercialization of the
resulls of the agreement in 8 fashion which will make the agreement’s benefits available 1o the
public in the shorfest practicable fima. In addition, it would appear that grant of the above
requested waiver would not resull in an adverse 2ffect on compelition nor resuil in excassive
rmarket concentration. Therefore, in view of the objectives ard considerations set farth in 10
CFRE 784, all of which have peen considarad, i 1s recommendad that the requested waiver, s
setl forth above, be granted.
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Based on the foregaing Statement of Considerations and the représentations in the
attached waiver pelition, it is determined that the United States and the general public will best
be served Dy a waiver of rights and consent to assignment of the scope descriped above, and
therefore the waiver is granted. This waiver shall not apaly o any modilication or extension of
this agreement, whera through such modificelion or extension, the purpose, scope, or cost of
the agreamant |2 substantiaily Atenad.
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(1) U. S. COMPETITIVENESS The Contractor agrees that any products embodying any waived
invention or produced through the use of any waived invention will be manufactured substantially in
the United States unless the Contractor can show to the satisfaction of the DOE that it is not
commercially feasible to do so. In the event the DOE agrees to foreign manufacture, there will be a
requirement that the Government's support of the technology be recognized in some appropriate
manner, e.g., recoupment of the Government's investment, etc. The Contractor agrees that it will
not license, assign or otherwise transfer any waived invention to any entity unless that entity agrees
to these same requirements. Should the Contractor or other such entity receiving rights in the
invention undergo a change in ownership amounting to a controlling interest, then the waiver,
assignment,

license, or other transfer of rights in the waived invention is suspended until approved in writing by
the DOE.






