927.409 Solicitation provisions and contract clauses [DOE coverage paragraphs (a), (b), (d),
(m), and (n)]. (Deviation)

(a) Generally, a contract should contain only one data rights clause. However, where more than
one is needed, the contract should distinguish the portion of contract performance to which each
pertains.

The contracting officer shall insert the clause at FAR 52.227-14, Rights in Data-General, and
supplement it with Alternates I and V of 48 CFR 52.227-14 and Alternate VIII
952.227-14, Rights in Data-General in solicitations and contracts if it is contemplate
will be produced, furnished, or acquired under the contract.

(b)(1) However, the rights in data in specific situations will be treated 8
contract is —

wihe Patent
g Alternate I at 48
r227-14, Rights in

(1) For the production of special works of the type set forth i

Counsel shall insert 48 CFR 52.227-17, Rights in Data-Sp&@
CFR 952.227-17, Rights in Data-Special Works. The claus
Data-General, may be included in the contract and ggade app
works, as appropriate (See paragraph (e) of 48 C ;

(i1) For the acquisition of existing data work ed in 48 CFR 27.405-2 (See paragraph
(f) of 48 CFR 27.409);

(ii1) To be performed outside the Upj s, its poSessions, and Puerto Rico, in which case
agencies may prescribe differe ragraph (i) of 48 CFR 27.409);

(iv) For architect-engineer se ction work, in which case the Patent Counsel shall
utilize the clause at 48 4 . ts in Data-Special Works including Alternate I at 48
] h orks;

(v) A Small Business esearch contract (See paragraph (h) of 48 CFR 27.409);

' Wration of a DOE facility (See 48 CFR 970.2704) or other contracts
involviag the | 101 data necessary for the management or operation of DOE facilities or
a DOENte, aftq@consultation with Patent Counsel (See 927.402-1(b)); or

produced there from disclosure or dissemination. (See 927.404-70).

(viii) For basic or applied research with educational institutions (other than those in which
software is specified for delivery or other special circumstances exist), the Patent Counsel may
use the clause at 48 CFR 52.227-14 with its Alternate IV instead of Alternate V.

(ix) Requiring license rights that are deemed necessary, the Patent Counsel should supplement
the clause at 48 CFR 52.227-14, Rights in Data — General, with Alternate VI, as provided at 48
CFR 952.227-14, Rights in Data — General, which will normally be sufficient to cover limited
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rights data and restricted computer software for items and processes used in the contract and
necessary to ensure widespread commercial use or practical utilization of a subject of the
contract. The phrase “subject of the contract” in Alternate VI is intended to limit licensing to the
fields of technology specifically contemplated under the contract; the phrase may be replaced by
a more specific statement of the fields of technology intended to be covered in the manner
described in the clause at 48 CFR 952.227-13, Patent Rights—Ownership by the Government.

Where limited rights data and restricted computer software are the main purpose or basic
technology of the research, development, or demonstration effort of the contract (rather than
subcomponents, products, or processes ancillary to the contract effort), the limit

computer software may be specified in the contract as being excluded
licensing requirements. This exclusion is implemented by limiting
provisions of paragraph (k) to only those classes or categories of,

(d) The contracting officer shall insert the claus
Requirements in solicitations and contracts i i al, developmental, research, or

ss.) See 48 CFR 27.406-2. Patent
ytional Data Requirements, along with the
General, to require the contractor to furnish

nical data requirements were not known at the

Counsel may use the clause at 48 CFR
clause at 48 CFR 52.227-14, Ri
additional technical data, in in

icers shall incorporate the solicitation provision at 48 CFR 52.227-23, Rights
Technical), in all requests for proposals.

(n) Contracting officers shall include the solicitation provision at 48 CFR 952.227-84 in all
solicitations involving research, developmental, or demonstration work.



952.227-14 Rights in data-general. (DOE coverage—Alternate VIII). (Deviation)

ALTERNATE VIII (DEVIATION)

As prescribed in 927.409(a), substitute the following for subparagraph (c)(1)(1) of the clause at
48 CFR 52.227-14:

(c) Copyright—(1) Data first produced in the performance of this contract. (i) Unless provided
otherwise in paragraph (d) of this clause, the Contractor may, without prior approval of the

As prescribed at 927.409(b)(1 i owing for subparagraph (c)(1)(ii) of the clause
at 48 CFR 52.227-17:

of this contract ang een granted as set forth in paragraph (c)(1)(i) of this
clause, the DOE Pa ) y direct the Contractor to assign (with or without
registration), or obtain@e assignment of, the copyright to the Government or its designated
assignee.

(End of alternate)

970.522 RigWts in data-technology transfer. (Deviation)

As prescribe .2704-3(b), insert the following clause:
RIGHTS IN DATA—TECHNOLOGY TRANSFER (DEC 2000)(DEVIATION)
(a) Definitions.

Assistant General Counsel for Technology Transfer and Intellectual Property is the senior
intellectual property counsel for the Department of Energy, as distinguished from the NNSA
Patent Counsel, and, where used in this clause, indicates that the authority for the activity(ies)
being described belongs to DOE.



Computer data bases, as used in this clause, means a collection of data in a form capable of, and
for the purpose of, being stored in, processed, and operated on by a computer. The term does not
include computer software.

Computer software, as used in this clause, means (1) computer programs which are data
comprising a series of instructions, rules, routines, or statements, regardless of the media in
which recorded, that allow or cause a computer to perform a specific operation or series of
operations and (2) data comprising source code listings, design details, algorithms, processes,
flow charts, formulae, and related material that would enable the computer program to be
produced, created, or compiled. The term does not include computer data bases.

Data, as used in this clause, means recorded information, regardless of for
which it may be recorded. The term includes technical data and compute
“data” does not include data incidental to the administration of this co
administrative, cost and pricing, or management information.

Department of Energy (DOE), as used in this clause, includes t
Administration (NNSA), unless otherwise identified or indic

Limited rights data, as used in this clause, means data, othe
at private expense that embody trade secrets or are commerc
privileged. The Government's rights to use, dupliga iscl

Open source software, as used in this clause,
is distributed under a license in which the user 4 e right to use, copy, modify, and
prepare derivative works thereof, witho e royalty payments.

Restricted computer softyare, i clause, means computer software developed at
private expense and th . commercial or financial and is confidential or
privileged; or is pyg byrighted computer software, including minor modifications of any
such computer soft ment's rights to use, duplicate, or disclose restricted

Technigal da his clause, means recorded data, regardless of form or characteristic,
that ar ific or technical nature. Technical data does not include computer software,
but doe panuals and instructional materials and technical data formatted as a computer

Unlimited rightSy®® used in this clause, means the rights of the Government to use, disclose,
reproduce, prepare derivative works, distribute copies to the public, including by electronic
means, and perform publicly and display publicly, in any manner, including by electronic means,
and for any purpose whatsoever, and to have or permit others to do so.

(b) Allocation of Rights. (1) Except as may be otherwise expressly provided or directed in
writing by the Patent Counsel, the Government shall have--



(1) Ownership of all technical data and computer software first produced in the performance of
this Contract;

(i1) Unlimited rights in technical data and computer software first produced or specifically used
in the performance of this Contract, except as provided herein regarding copyright, limited rights
data, or restricted computer software, and except for data subject to the withholding provisions
for protected Cooperative Research and Development Agreement (CRADA) information in
accordance with Technology Transfer actions under this contract, or other data specifically
protected by statute for a period of time or, where, approved by Patent Counsel, in appropriate
instances of the DOE Strategic Partnership Projects (SPP) Program;

(ii1) The right to inspect technical data and computer software first producedg
in the performance of this contract at all reasonable times. The Contractog
all necessary facilities to allow DOE personnel to perform such inspe

in the performance of this contract delivered to the Governme
contractor, either as the Contracting Officer may from time t

of Scientific and Technical Information (OSTI), thegontract mit a complete package
agrees to leave a copy of such

shall be governed solely by the provist (h) of this clause ("Rights in Limited
1 Restricted Computer Software"); and

(v) The right to remove, cance i ¢ any markings not authorized by the terms of
this Contract on any data furni i
concerning the propriety of th

or fails to substantiatc gl
Contractor of the ag @ ;
ave:

provided in ¥ clause;

Contractor fails to respond thereto within 60 days
arkings. In either case DOE will notify the

(i1) Thigri for its private purposes, subject to patent, security or other provisions of this
st produces in the performance of this Contract, except for data in DOE’s

nt Technology, including diffusion, centrifuge, and atomic vapor laser isotope
separation, ided the data requirements of this Contract have been met as of the date of the
private use of suci'data; and

(ii1) The right to assert copyright subsisting in scientific and technical works, and works
produced by Contractor under DEAR 952.204-75 as provided in paragraph (d) of this clause and
the right to request permission to assert copyright subsisting in works other than scientific and
technical articles as provided in paragraph (e) of this clause.

(3) The Contractor agrees that for limited rights data or restricted computer software or other
technical business or financial data in the form of recorded information which it receives from,



or is given access to by DOE or a third party, including a DOE contractor or subcontractor, and
for technical data or computer software it first produces under this Contract which is authorized
to be marked by DOE, the Contractor shall treat such data in accordance with any restrictive
legend contained thereon.

(4) In the performance of DOE contracted obligations, each Contractor is required to manage
scientific and technical information (STI) produced under the contract as a direct and integral
part of the work and ensure its broad availability to all customer segments by making STI
available to DOE’s central STI coordinating office, OSTI. Requirements for all such reportable
information to OSTI are in DOE Order 241.1B, or successor version, whether it licly
releasable, controlled unclassified information, or classified.

(c) Copyright (General). (1) The Contractor agrees not to mark, registé
copyright in any data in a published or unpublished work, other t
(d), (e), or (f) of this clause.

(2) Except for material to which the Contractor has obtaineg t 0 asscat copyright in
accordance with paragraphs (d), (e) or (f) of this clause, th not to include in
the data delivered under this contract any material copyright ractor and not to
knowingly include any material copyrighted by ot i rst grahting or obtaining at no
cost a license therein for the benefit of the Gove e scope as set forth in

paragraph (d) of this clause. If the contractor jaeli pyrighted material for which
the license cannot be obtained must be includ %@ ta to be delivered, rather than merely
incorporated therein by reference, the ¢gntract: pn the written authorization of the
Contracting Officer to include such maNgial 4 prior to its delivery.

ission to copyright data or computer software
ission is necessary, i.e., for works other than
scientific and technical journalg@rticles andj@lata produced under a CRADA, and if the
Government desires to Qi ight iglfuch data or computer software, the Patent Counsel
to copyright in such data or computer software and
overnment or its designated assignee.

assert, with 1 of the Contracting Officer, copyright subsisting in scientific and
technical wo der this contract or based on or containing data first produced by
the C rmance of this contract, and published in academic, technical or
profess als, symposia, proceedings, contributions to chapters of book compilations or

scientific, research, knowledge and education. Such scientific and technical
works may be ed or fixed in any medium including but not limited to print, online, web,
audio, video or other medium, and released or disseminated through any communication or
distribution channel including but not limited to articles, reports, books, non-architectural
drawings, repositories, videos, websites, workshops, or social media. When assertion of
copyright is made, the Contractor shall affix the applicable copyright notice of 17 U.S.C. 401 or
402 and acknowledgment of Government sponsorship (including contract number) on the data
when such data are delivered to the Government as well as when the data are published or
deposited for registration as a published work in the U.S. Copyright Office. The Contractor



grants to the Government, and others acting on its behalf, a nonexclusive, paid-up, irrevocable,
world-wide license in such copyrighted data to reproduce, prepare derivative works, distribute
copies to the public, and perform publicly and display publicly, by or on behalf of the
Government.

(2) For each scientific or technical work first produced or composed under this contract and
submitted for publication or similar means of dissemination, the contractor shall provide notice
to the publisher of the Government’s license in the copyright that is substantially similar to or
otherwise references one of the following notices below:

A suitable notice (long version) reflecting the Government's non-exclusive, paid-Upgggvocable,
world-wide license in the copyright.

Notice: This work was produced by [insert the name of the Contractor]

Government purposes. The Department of Energy will pro o these results of
federally sponsored research in accordance with the DOE P¥@li
link].

(End of@gtice

A suitable notice (short version) reflecting t
irrevocable, world-wide license in the copyrigh

ent’s non-exclusive, paid-up,

Notice: This work was produc
No. [insert the contract number] wi

ame of the Contractor] under Contract
. departnfent of Energy. Publisher acknowledges
ccess under the DOE Public Access Plan [insert

current link].

(3) The title to the copyright o f unclassified graduate theses and the original of
related unclassified sg est in the author thereof, subject to the right of DOE
@ pcuments and to use such documents for any purpose whatsoever
he author or the Contractor for additional compensation.

Ler than scientific and technical works and data produced under a

% obtain permission to assert copyright subsisting in technical data
produced by the Contractor in performance of this contract, when the
o control distribution to advance the goals of the technology transfer mission
tractor can show that commercialization would be enhanced by such copyright
to the following:

(1) Contractor est to assert copyright.

(1) Except for scientific and technical works under (d) above and data produced under a CRADA,
the Contractor shall submit in writing to Patent Counsel its request to assert copyright in data
first produced in the performance of this contract pursuant to this clause. The right of the
Contractor to copyright data first produced under a CRADA is as described in the individual
CRADA. Each request by the Contractor must include:



(A) The identity of the data (including any computer software) for which the Contractor requests
permission to assert copyright, as well as an abstract which is descriptive of the data and is
suitable for dissemination purposes;

(B) The funding program under which it was funded;

(C) Whether, to the best knowledge of the Contractor, the data is subject to an international
treaty or agreement;

(D) Whether the data is subject to export control;

(E) A statement that the Contractor plans to commercialize the data in complian
clause of this contract entitled, “Technology Transfer Mission,” within five
obtaining permission to assert copyright or, on a case-by-case basis, a speg

upon such longer period; and

(F) For data other than computer software, a statement explaini > of copyright
is necessary to enhance commercialization and is consistent
responsibilities.

permission to assert copyright in accordance with the
Contractor from all other funding sources prior t
request shall include the Contractor's certificggi
Counsel demonstrating such permission has

e obtained by the
's request to Patent Counsel. The
ntation acceptable to Patent

(ii1) Permission for the Contractor to aggert co
determined exclusively by DOE will b
data whose release—

epted categories of data as
eld. Such excepted categories include

sensitive information under S
subject to export contrg
purposes;

e Atomic Energy Act of 1954, as amended, or are
and other nuclear-related national security

(B) Would not enh® pate transfer or dissemination and commercialization of such
data;

(C) Would ive@npact on U.S. industrial competitiveness;

(D) Weuld pr om meeting its obligations under treaties and international

(E) Wou ental to one or more of DOE's programs.

(iv) The Co r will obtain the advanced written approval of the Patent Counsel to assert
copyright where data are determined to be in the following excepted categories: (a) under export
control restrictions; (b) developed with Naval Reactors’ funding; (¢) subject to disposition of
data rights under treaties and international agreements. Additional excepted categories may be
added by the Assistant General Counsel for Technology Transfer and Intellectual Property.
Where data are determined to be under export control restriction, the Contractor may obtain
permission to assert copyright subject to the provisions of this clause for purposes of limited
commercialization in a manner that complies with export control statutes and applicable
regulations. In addition, notwithstanding any other provision of this contract, all data developed
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with Naval Reactors' funding and those data that are classified fall within excepted categories.
The rights of the Contractor in data are subject to the disposition of data rights in the treaties and
international agreements identified at DOES’ Office of International Affairs (International
Commitments—IEC).

(2) Patent Counsel Review and Response to Contractor's Request. The Patent Counsel shall use
its best efforts to respond in writing within 60 days of receipt of a complete request by the
Contractor to assert copyright in technical data and computer software pursuant to this clause.
Such response shall either give or withhold DOE's permission for the Contracto sert
copyright or advise the Contractor that DOE needs additional time to respond, and th sons
therefor. If Patent Counsel grants permission for the Contractor to assert cg i

revisions, patches and bug fixes) having the same funding source, sam¢ y
same functionality as the original computer software, and may be ent major
versions representing significant modifications of the program

Counsel.

(3) Permission for contractor to assert copyright.

vailable to the DOE Office of
STI guidelines at the time
¢)(2) of this clause--

oftware Announcement Notice

(1) For computer software, the Contractor shall fi
Scientific and Technical Information (OSTI)4
permission to assert copyright is given under

(A) Announcement information/meta
241.4;

se directed by the Patent Counsel, for data other than computer software to
which the ctor has received permission to assert copyright under paragraph (e)(2) of this
clause above, the Contractor shall within sixty (60) days of obtaining such permission furnish, or
make available, to OSTI in accordance with OSTI guidelines, a copy of such data as well as an
abstract of the data suitable for dissemination purposes. The Contractor acknowledges that OSTI
may provide an abstract of the data in an announcement to DOE, its contractors and to the public
identifying its availability from the copyright holder.

(iv) Once the Contractor is given permission to assert copyright in data, the Contractor may
begin to commercialize the copyrighted data by making copyrighted data available for licensing
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to third parties and by offering other types of distribution to third parties. During the period in
which commercialization activities pertaining to the copyrighted data are continuing, or for a
specified period of time prescribed by Patent Counsel in paragraph (e)(2) above, the Contractor
grants to the Government, and others acting on its behalf, a paid-up, nonexclusive, irrevocable
worldwide license in such copyrighted data to reproduce, prepare derivative works and perform
publicly and display publicly, by or on behalf of the Government. For all previously approved
and current copyrighted data that the Contractor is actively commercializing, the Contractor may
continue to commercialize in accordance with this paragraph.

as prescribed by Patent Counsel, the Contractor grants to the Govern
its behalf, a paid-up, nonexclusive, irrevocable worldwide license 1

(vi) At any time the Contractor abandons commercializati righted data, the
Contractor shall advise OSTI and Patent Counsel and, upon \@ques the copyright to the
Government so that the Government can distribute o the public. When the

Contractor abandons commercialization activitiegt will provide to OSTI the latest
version of the copyrighted data (for example, sou ode, minimal support

documentation, drawings or updated manualsy jon, the Contractor will provide annually
to Patent Counsel, if requested, a list of all cop
commercial licensing activity during t

(vii) Whenever the Contractor as
tice of 17 U.S.C. 401 or 402 on the copyrighted
data and also an acknowledg ent sponsorship and license rights of
paragraphs (e)(3)(iv) and (v) oNgli uch action shall be taken when the data are

delivered to the Govege cposited for registration as a published work in the
U.S. Copyright Of] n submitted for publication. The acknowledgment of Government
sponsorship and lic8 ubstantially similar to the following:

Notice: The oduced by (insert name of Contractor) under Contract No.

with the Dep y. During the period of commercialization or such other time

partment of Energy, the Government is granted for itself and others

I a nonexclusive, paid-up, irrevocable worldwide license in this data to

k derivative works, and perform publicly and display publicly, by or on behalf
me. Subsequent to that period the Government is granted for itself and others
acting on its a nonexclusive, paid-up, irrevocable worldwide license in this data to
reproduce, prepare derivative works, distribute copies to the public, perform publicly and display
publicly, and to permit others to do so. The specific term of the license can be identified by
inquiry made to the Contractor or DOE. NEITHER THE UNITED STATES NOR THE
UNITED STATES DEPARTMENT OF ENERGY, NOR ANY OF THEIR EMPLOYEES,
MAKES ANY WARRANTY, EXPRESS OR IMPLIED, OR ASSUMES ANY LEGAL
LIABILITY OR RESPONSIBILITY FOR THE ACCURACY, COMPLETENESS, OR
USEFULNESS OF ANY DATA, APPARATUS, PRODUCT, OR PROCESS DISCLOSED, OR
REPRESENTS THAT ITS USE WOULD NOT INFRINGE PRIVATELY OWNED RIGHTS.

10



(End of notice)

(viii) With respect to any data to which the Contractor has received permission to assert
copyright, the DOE has the right, during the period that Contractor is commercializing the data
as provided for in paragraph (e)(3)(iv) of this clause, to request the Contractor to grant a
nonexclusive, partially exclusive or exclusive license in any field of use to a responsible
applicant(s) upon terms that are reasonable under the circumstances, and if the Contractor refuses
such request to grant such license itself if the DOE determines that the Contractor has not made

stated hcense and the Contractor shall be allowed thirty (30) days (or "
be authorized by the Contracting Officer for good cause shown in i
after such notice to show cause why the license should not be gr,
the right to appeal the decision of the DOE to grant the state
Appeal Board as set forth in 10 CFR 781.65— “Appeals”.

ept as expressly
provided in writing by the Contracting Officer. ay use its net royalty income to

effect such maintenance costs.

(4) The following notice may be included in ¢ ute tware prior to any publication or
release and prior to the Contractor's obfaining yssiolgrom the Department of Energy to
assert copyright in the computer softw ragraph (c)(3) of this section.

y [insert the Contractor's name and the individual
t [insert the Contract Number] with the
Department of Energy (DOE). he computer software are reserved by DOE on
behalf of the United Stajgs the Contractor as provided in the Contract. You are
authorized to use thi ; or Governmental purposes but it is not to be released
¥EITHER THE GOVERNMENT NOR THE CONTRACTOR
MAKES ANY WA RESS OR IMPLIED, OR ASSUMES ANY LIABILITY
OFTWARE This notice including this sentence must appear on any

author], hereinafter the Contr

(End of notice)

e can be used for data, other than computer software, prior to any publication
to Contractor’s obtaining permission of DOE Patent Counsel to assert
copyright.

(f) Open software source. The Contractor may release computer software first produced by the
Contractor in the performance of this contract under an open source software license. Such
software shall hereinafter be referred to as open source software or OSS, subject to the
following:

(1) DOE Program notice for copyright assertion for OSS.
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(1) The Contractor shall provide written notice (including relevant data such as, for example, the
software disclosure form) to each DOE Program or Programs that have provided a substantial
portion of the funding (funding source(s)) to develop the software that the Contractor intends to
release as OSS unless the funding Program(s) has previously provided blanket approval for all
software developed with funding from that Program or a specific DOE project stipulates the
software to be released as OSS. If Program has neither consented nor objected to the assertion of
copyright within two weeks of such written notification, the Contractor may assert copyright in
the software. If notification of a funding DOE Program(s) is not practicable or DOE Program(s)
has objected, the Contractor shall consult with Patent Counsel, which may provige approval. For
software developed under a technology transfer agreement (e.g., CRADA, SPP or
Agreement), authorization from the partner of the such agreement shall be 24

blanket approval for all software developed with funding fr
release of any one of such software shall be subject to appro
the software, if any. If approval from such federal g
Patent Counsel may provide approval instead.

(2) Assert copyright in the OSS. Once the Con
set forth in paragraph (f)(1) of this clayge, cop oftware to be distributed as OSS may
be asserted by the Contractor, or, for O der a CRADA, User Facility Agreement,
or SPP Agreement, either by the RADA Participant, User Facility User, or SPP

Sponsor, as applicable, which
distribution.

et the program approval requirements

Announcement Noyg 41. e current notice as may be required by DOE) to OSTI.
In the AN 241.4, tF pl provide the unique URL (i.e. a per51stent identifier) from

WThe Contractor must maintain a record of all software distributed as
st of the Patent Counsel, the Contractor shall provide the necessary
ing any or all OSS.

(5) Provide ccess to the OSS. The Contractor shall ensure that the OSS is publicly
accessible as open source via the Contractor’s website, Open Source Bulletin Boards operated by
third parties, DOE, or other standard industry methods.

(6) Select an OSS license. Each OSS will be distributed pursuant to an OSS license. The
Contractor may choose among industry standard OSS licenses or create its own set of Contractor
standard licenses. To assist the Contractor, the Assistant General Counsel for Technology
Transfer and Intellectual Property, may periodically issue guidance on OSS licenses. Each
Contractor-created OSS license, must contain, at a minimum, the following provisions --
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(1) A disclaimer or equivalent that disclaims the Government’s and Contractor’s liability for
licensees’ and third parties’ use of the software; and

(i1) A grant of permission for licensee to distribute OSS containing the licensee’s derivative
works. This provision may allow the licensee and third parties to commercialize their derivative
works or might request that the licensee’s derivative works be forwarded to the Contractor for
incorporation into future OSS versions.

(7) Relationship to other required clauses in the contract. OSS distributed in accordance with
this section shall not be subject to the requirements relating to indemnification ontractor

970.5227-3). The requirement for the Contractor to request permissio
purpose of engaging in licensing software for royalties, as set forth
not modified by this section.

(8) Government license. For all OSS, the Contractor grants
on its behalf, a paid-up, nonexclusive, irrevocable worldwi
accordance with paragraph (f)(2) of this clause to reproducey
prepare derivative works, perform publicly and dis

rce code of the latest version of the OSS
developed by the Contractor in addition to a re A ncement Notice 241.4 (which
includes an abstract) and the Contract ifquiries from third parties seeking to
obtain the original OSS to OSTI.

(g) Subcontracting. (1) Unless
use, in subcontracts in which
in subcontracts for supplies th
accordance with the D alic

mputer software is expected to be produced or
uirement for production or delivery of data in

ures by using “Rights in Data-General” at 48 CFR
48 CFR 927.409 including alternates as appropriate with
punsel. The Contractor shall not acquire rights in a
subcontractor's limitcS@€hts data or restricted computer software, except through the use of
hNely, without the prior approval of the Patent Counsel. The clause at

27.409(d). In subcontracts, including subcontracts for related support
service@l the design or operation of any plants or facilities or specially designed
equipme plants or facilities that are managed or operated under its contract with DOE,

(2) It is the responsibility of the Contractor to obtain from its subcontractors technical data and
computer software and rights therein, on behalf of the Government, necessary to fulfill the
Contractor's obligations to the Government with respect to such data. In the event of refusal by a
subcontractor to accept a clause affording the Government such rights, the Contractor shall:

(1) Promptly submit written notice to the Contracting Officer setting forth reasons or the
subcontractor's refusal and other pertinent information which may expedite disposition of the
matter, and
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(i1) Not proceed with the subcontract without the written authorization of the Contracting
Officer.

(3) Neither the Contractor nor higher-tier subcontractors shall use their power to award
subcontracts as economic leverage to acquire rights in a subcontractor's limited rights data and
restricted computer software for their private use.

(h) Rights in limited rights data. Except as may be otherwise specified in this Contract as data
which are not subject to this paragraph, the Contractor agrees to and does hereby grant to the
Government an irrevocable nonexclusive, paid-up license by or for the Government, in any

specifically identified by the Contractor at the time of initial delivery to tj
representative of the Government, such data shall not be used within o
except as provided in the “Limited Rights Notice” set forth below.
shall be marked with the following “Limited Rights Notice:”

Limited Rights Notice

These data contain “limited rights data,” furnished under
States Department of Energy which may be duplicated and
express limitations that the “limited rights data” m losed Sutside the Government or
be used for purposes of manufacture without pri
further disclosure or use may be made solely,

(a) Use (except for manufacture) by support se
contracts;

(b) This “limited rights data” may i d for evfuation purposes under the restriction that
the “limited rights data” be rety

(c) This “limited rights data” ed 1o other contractors participating in the
i t is a part for information or use (except for

erformed under their contracts and under the

ay ve used by the Government or others on its behalf for
aul work under the restriction that the “limited rights data” be retained

(e) ReRase to vernment, or instrumentality thereof, as the interests of the United
t may require, for information or evaluation, or for emergency repair or

This Notice be marked on any reproduction of this data in whole or in part.

(End of notice)

(1) Rights in restricted computer software. (1) Except as may be otherwise specified in this
contract as data which are not subject to this paragraph, the Contractor agrees to and does hereby
grant to the Government an irrevocable, nonexclusive, paid-up, license by or for the
Government, in any restricted computer software of the Contractor specifically used in the
performance of this contract; provided, however, that to the extent that any restricted computer
software when furnished or delivered is specifically identified by the Contractor at the time of
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initial delivery to the Government or a representative of the Government, such data shall not be
used within or outside the Government except as provided in the “Restricted Rights Notice” set
forth below. All such restricted computer software shall be marked with the following
“Restricted Rights Notice:”

Restricted Rights Notice—Long Form

(a) This computer software is submitted with restricted rights under Department of Energy
Contract No. . It may not be used, reproduced, or disclosed by the Government except as
provided in paragraph (b) of this notice.

(b) This computer software may be:

(1) Used or copied for use in or with the computer or computers for which
including use at any Government installation to which such computer g
transferred;

(2) Used, copied for use, in a backup or replacement computer i vhich it was
acquired is inoperative or is replaced,

(3) Reproduced for safekeeping (archives) or backup purp

(4) Modified, adapted, or combined with other computer so d that only the
portions of the derivative software consisting of th icted @Wmputer software are to be made
subject to the same restricted rights; and

(5) Disclosed to and reproduced for use by c&Qiact nder a service contract (of the type
defined in 48 CFR 37.101) in accordance with ra¥@ohs (b)(1) through (4) of this Notice,
provided the Government makes such < roduction subject to these restricted
rights.

(c) Notwithstanding the foregoj i ter software has been published under copyright,
it is licensed to the Governme i cloWre prohibitions, with the rights set forth in the
restricted rights notice above.

roduction of this computer software, in whole or in

(End of notice)

, or disclosure is subject to restrictions set forth in the Long Form Notice of
DOE Contract No.  with (name of Contractor).

(End of notice)

(3) If the software is embedded, or if it is commercially impractical to mark it with human
readable text, then the symbol R and the clause date (mo/yr) in brackets or a box, e.g. a [R-
mo/yr], may be used. This will be read to mean restricted computer software, subject to the rights
of the Government as described in the Long Form Notice, in effect as of the date indicated next
to the symbol. The symbol shall not be used to mark human readable material. In the event this
contract contains any variation to the rights in the Long Form Notice, then the contract number
must also be cited.

Use, r
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(4) If restricted computer software is delivered with the copyright notice of 17 U.S.C. 401, the
software will be presumed to be published copyrighted computer software licensed to the
Government without disclosure prohibitions and with unlimited rights, unless the Contractor
includes the following statement with such copyright notice “Unpublished-rights reserved under
the Copyright Laws of the United States.”

(j) Relationship to patents. Nothing contained in this clause creates or is intended to imply a
license to the Government in any patent or is intended to be construed as affecting the scope of
any licenses or other rights otherwise granted to the Government under any patent.

(End of clause)
Alternate I (2000). (Deviation) As prescribed in 970.2704-3(b), where accg

has reserved the right to receive reasonable compensation for the
discoveries, including related data and technology” after “laserg

Transfer, as appropriate.

Alternate II (Deviation). As prescribed in 970.270
constructed, modified, or in decontamination an om
further solicitation may be required to comp
Rights Notice of the basic clause:

government facilities are being
g, and it is anticipated that

on. (Deviation)
1t the following clause:
NSFER MISSION (AUG 2002) (DEVIATION)

(a) Authority. (1) In order to ensure the full use of the results of research and development efforts
of, and the capabilities of, the Laboratory, technology transfer, including Cooperative Research
and Development Agreements (CRADAS), is established as a mission of the Laboratory
consistent with the policy, principles and purposes of Sections 11(a)(1) and 12(g) of the
Stevenson-Wydler Technology Innovation Act of 1980, as amended (15 U.S.C. 3710a); Section
3132(b) of Pub. L. 101-189, Sections 3134 and 3160 of Pub. L. 103—160, and of Chapter 38 of
the Patent Laws (35 U.S.C. 200 et seq.); Section 152 of the Atomic Energy Act of 1954, as
amended (42 U.S.C. 2182); Section 9 of the Federal Nonnuclear Energy Research and
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Development Act of 1974 (42 U.S.C. 5908); Section 102 of the Laboratory Modernization and
Technology Transfer Act (Public Law 115-246) and Executive Order 12591 of April 10, 1987.

(2) In pursuing the technology transfer mission, the Contractor is authorized to conduct activities
including but not limited to: identifying and protecting intellectual property made, created or
acquired at or by the Laboratory; negotiating licensing agreements and assignments for
intellectual property made, created or acquired at or by the Laboratory that the Contractor
controls or owns; bailments; negotiating all aspects of and entering into CRADAs; providing
technical consulting and personnel exchanges; conducting science education activities and
reimbursable Strategic Partnership Projects (SPP); providing information excha aand making

authorized to protect goods/services resulting from work at t Trademark
and Service Mark protection. The Laboratory name and a

design, or combination thereof that includes or 1
Contractor must first notify and obtain permi

regarding transfer to successor contract the right to require the Contractor to
cancel registration of the mark g

(b) Definitions.

Assignment means any y whiglfthe Contractor transfers ownership of Laboratory

ot ment's retained rights.

ich the Contractor permits the commercial or non-
commercial transfer CSg@¥stody, access or use of Laboratory Biological Materials or Laboratory

Tangible R or a specified purpose of technology transfer or research and
developmen but limitation evaluation, and without transferring ownership to the
bailee

Contra ratory Director means the individual who has supervision over all or
substant1 he Contractor's operations at the Laboratory.

Cooperative h and Development Agreement (CRADA) means any agreement entered into
between the Contractor as operator of the Laboratory, and one or more parties including at least
one non-Federal party under which the Government, through its laboratory, provides personnel,
services, facilities, equipment, intellectual property, or other resources with or without
reimbursement (but not funds to non-Federal parties) and the non-Federal parties provide funds,
personnel, services, facilities, equipment, intellectual property, or other resources toward the
conduct of specified research or development efforts which are consistent with the missions of
the Laboratory; except that such term does not include a procurement contract, grant, or
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cooperative agreement as those terms are used in sections 6303, 6304, and 6305 of Title 31 of
the United States Code.

Department of Energy (DOE), as used in this clause, includes the National Nuclear Security
Administration (NNSA), unless otherwise identified or indicated.

Intellectual property means data, inventions, patents, patent applications, trademarks, service
marks, copyrights, mask works, protected CRADA information, and other forms of comparable
property rights protected by Federal Law and other foreign counterparts.

Joint Work Statement (JWS) means a proposal for a CRADA prepared by the Con
by the Contractor's Laboratory Director or designee which describes the projg

living organisms of any sort and their progeny, including viruses,
lines, transgenic plants and animals, and any derivatives or mogg

(2) Are not materials generally commercially

(3) Were made under this contract by [aboratg
research facilities.

Patent Counsel means the DOE, t Counsel assisting the contracting activity. The
Patent Counsel is the first and jii i ntact for activities described in this clause.

Strategic Partnership E,
to between the Contractor as operator of the

under which the Government, through its laboratory,

ies, equipment, intellectual property, only when such work
-funded activities conducted as authorized by other parts of this

Laboratory and a
provides personnel,
does not intg

efforts Moropriate organizational elements consistent with the requirements for an
Office o and Technology Applications (ORTA) pursuant to paragraphs (b) and (c) of
Section 11 0 tevenson-Wydler Technology Innovation Act of 1980, as amended (15 U.S.C.
3710). The costs associated with the conduct of technology transfer through the ORTA including
activities associated with obtaining, maintaining, licensing, and assigning intellectual property
rights, increasing the potential for the transfer of technology, widespread notice of technology
transfer opportunities, and early stage and precommercial technology demonstration to remove
barriers that limit private sector interest and demonstrate potential commercial applications of
any research and technologies arising from Laboratory activities, shall be deemed allowable
provided that such costs meet the other requirements of the allowable costs provisions of this
contract.
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(2) The Contractor's participation in litigation to enforce or defend intellectual property claims
incurred in its technology transfer efforts shall be as provided in the clause entitled “Insurance—
Litigation and Claims” of this contract.

(d) Conflicts of interest—technology transfer. The Contractor shall have implementing
procedures that seek to avoid employee and organizational conflicts of interest, or the appearance
of conflicts of interest, in the conduct of its technology transfer activities. These procedures shall
apply to all persons participating in Laboratory research or related technology transfer activities.
Such implementing procedures shall be provided to the Contracting Officer for review and
approval within sixty (60) days after execution of this contract. The Contracting
have thirty (30) days thereafter to approve or require specific changes to such
implementing procedures shall include procedures to:

(1) Inform employees of and require conformance with standards of ca
connection with research involving non-federal sponsors in accord
paragraph (n)(5) of this clause;

(2) Review and approve employee activities so as to avoid ¢
commercial utilization activities relating to contractor-dev
(3) Conduct work performed using royalties so as to avoid i
ongoing DOE projects and programs;

(4) Conduct activities relating to commercial uti tor-developed intellectual
property so as to avoid interference with or rse cts on user facility or SPP activities of
the Contractor;

(5) Conduct DOE-funded projects and
interest or actual conflicts of inter 1

o avoid the appearance of conflicts of
ent funded work;

any new work to be performed or proposed to
other Federal agencies where the new work or
ich the Contractor has obtained or intends to request

Pive [iCensing, of intellectual property to any individual who is a current or has
employee within the previous two years or to the company in which the
individuS@a ipal and the Contractor’s request should include notice of any technology

(9) Notify non-Federal sponsors of SPP activities, or non-Federal users of user facilities, of any
relevant intellectual property interest of the Contractor prior to execution of SPP or user
agreements; and

(10) Notify the Contracting Officer and DOE funding program prior to evaluating a proposal by
a third party for DOE, when (a) the evaluator is an inventor of a Contractor invention that is the
subject matter of the proposal or (b) the evaluator is a principal or has financial interest in the
third party or (c) the third party is a licensee of the Contractor.
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(e) Fairness of opportunity. In conducting its technology transfer activities, the Contractor shall
prepare procedures and take all reasonable measures to ensure widespread notice of availability
of technologies suited for transfer and opportunities for exclusive licensing and joint research
arrangements. The requirement to widely disseminate the availability of technology transfer
opportunities does not apply to a specific application originated outside of the Laboratory and by
entities other than the Contractor.

(f) U.S. industrial competitiveness for licensing and assignments of intellectual property. (1) In
the interest of enhancing U.S. Industrial Competitiveness, the Contractor shall, in its licensing

and assignments of intellectual property, give preference in such a manner as to
accrual of economic and technologlcal beneﬁts to the U.S. domestlc economy. The

Laboratory intellectual property where the Laboratory obtains rights d
Contractor's operation of the Laboratory under this contract--

(1) Whether any resulting design and development will be perfo
whether resulting products, embodying parts, including com
manufactured in the United States; and

result of the license or assignment agreement;

(B) In licensing or assigning any entity subje, foreign company or

government, whether such foreign governmen nited States agencies, organizations or
other persons to enter into cooperative csearc ment agreements and licensing
agreements, and has policies to protect ellectual property rights;

(C) If the proposed licensee, assj t of either type of entity is subject to the control of
a foreign company or govern , with the assistance of the Contracting Officer,
in considering the factors set i ph (B) of this clause, may rely upon the following

information —

(2) If the Contractor determines that neither of the conditions in paragraphs (f)(1)(i) or (ii) of this
clause are likely to be fulfilled, the Contractor, prior to entering into such an agreement, must
obtain the approval of the Contracting Officer. The Contracting Officer shall act on any such
requests for approval within thirty (30) days.

(3) The Contractor agrees to be bound by the provisions of 35 U.S.C. 204 (Preference for United
States industry).
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(g) Indemnity—product liability. In entering into written technology transfer agreements,
including but not limited to, research and development agreements, licenses, assignments and
CRADAs, the Contractor agrees to include in such agreements a requirement that the U.S.
Government and the Contractor, except for any negligent acts or omissions of the Contractor, be
indemnified for all damages, costs, and expenses, including attorneys' fees, arising from personal
injury or property damage occurring as a result of the making, using or selling of a product,
process or service by or on behalf of the Participant, its assignees or licensees which was derived
from the work performed under the agreement. Except for CRADA and SPP where the guidance
is already provided elsewhere, the Contractor shall identify and obtain the approgal of the
Contracting Officer for any proposed exceptions to this requirement such as where
law expressly prohibit the Participant from providing indemnification or whs
results will be placed in the public domain.

Laws (35 U.S.C. 200
odification. If the net

ing after payment of patenting
cidental to the administration
cent of the Laboratory's budget for that

of 1980, as amended (15 U.S.C. 3710a(b)(5)) and Chapter 3
et seq.) as amended through the effective date of thg
amounts of such royalties and income received fi
costs, licensing costs, payments to inventors gad o
of Subject Inventions during any fiscal year e
fiscal year, 15 percent of such excess agnounts to the Treasury of the United States,
and the remaining amount of such exc by the Contractor for the purposes as
described above in this paragrap i tions arising out of such scientific research and

(2) The Contractor shall 1nclu
annual document a plangg

its annual Laboratory Institutional Plan or other such
s to which royalties and other income received as a

M cs shall these royalties and income be used for any purpose
Kssion direction.

(1) Transfer to successor contractor. In the event of termination or upon the expiration of this
contract, any unexpended balance of income received for use at the Laboratory shall be
transferred, at the Contracting Officer’s request, to a successor contractor, or in the absence of a
successor contractor, to such other entity as designated by the Contracting Officer. The
Contractor shall transfer title, as one or several packages if necessary, to the extent the
Contractor retains title, in all patents and patent applications, licenses, accounts containing
royalty revenues from such license agreements, including equity positions in third party entities,
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and other intellectual property rights which arose at the Laboratory, to the successor contractor
or to the Government as directed by the Contracting Officer.

(j) Technology transfer affecting the national security. (1) The Contractor shall notify and obtain
the approval of the Contracting Officer, prior to entering into any technology transfer
arrangement, when such technology or any part of such technology is classified or sensitive
under Section 148 of the Atomic Energy Act (42 U.S.C. 2168), as amended. Such notification
shall include sufficient information to enable DOE to determine the extent that
commercialization of such technology would enhance or diminish security interests of the United
States, or diminish communications within DOE‘s nuclear weapon production ¢

some form of export control license or other authority fro
to obtain such export control license may result in criminal

(3) For other than fundamental research as defined 4
the Contractor is responsible to conduct internal
technology is transferred in accordance with

(k) Records. The Contractor shall maintain rec
manner and to the extent satisfactory ically including, but not limited to,
quired to implement the requirements of
all provide reports to the Contracting Officer to
enable DOE to maintain the refirting requg ts of Section 12(c)(6) of the Stevenson-Wydler
Technology Innovation Act o ded (15 U.S.C. 3710a(c)(6)). Such reports shall be

made annually in a form between the Contractor and DOE and in such a

to benefit
Annual Labora
each year.

ompetitiveness of United States industry. This plan, which may be included in the
lan, shall be provided to the Contracting Officer on or before October 1st of

(m) Oversight and appraisal. The Contractor is responsible for developing and implementing
effective internal controls for all technology transfer activities consistent with the audit and
record requirements of this contract. Laboratory Contractor performance in implementing the
technology transfer mission and the effectiveness of the Contractor's procedures will be
evaluated by the Contracting Officer as part of the annual appraisal process, with input from the
cognizant Secretarial Officer or program office.
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(n) Technology transfer through technology transfer Agreements. Upon approval of the
Contracting Officer and as provided in DOE approved guidance, the Laboratory Director, or
designee, may enter into technology transfer agreements on behalf of the DOE subject to the
requirements set forth in this paragraph.

(1) Review and approval of CRADASs. (1) Except as otherwise directed in writing by the
Contracting Officer, each JWS or MSW shall be submitted to the Contracting Officer for
approval. The Contractor's Laboratory Director or designee shall provide a program mission
impact statement and shall include an impact statement regarding related intellectual property
rights known by the Contractor to be owned by the Government to assist the Co
in the approval determination.

(i1) The Contractor shall also include (specific to the proposed CRADA)
compliance with the fairness of opportunity requirements of paragraphs

(ii1) Within thirty (30) days after submission of a JWS, MSW or
Contracting Officer shall approve, disapprove or request modif}

Laboratory Director or designee of any disapproval or req
proposed CRADA.

(iv) Except as otherwise directed in writing by the fficer; the Contractor shall not
enter into, or begin work under, a CRADA until rov RADA or relevant MSW has
been granted by the Contracting Officer. ThegontNgtor may it its proposed CRADA to the
Contracting Officer at the time of submitting 1 op JWS, relevant MSW or any time
thereafter.

(2) Selection of participants. The Contr.
CRADA to enter into shall:

(1) Give special consideration
firms;

Director or designee in deciding what

small busggesS®rms, and consortia involving small business

d in the United States which agree that products or
processes embody' ' gtual property will be substantially manufactured or practiced in the
f industrial organization or other person subject to the control

(B) U.S. Tra esentative Special 301 Report, and

(C) Such other relevant information available to the Contracting Officer. The Contractor should
review the U.S. Trade Representative web site at http://www.ustr.gov for the most current
versions of these reports and other relevant information. The Contractor is encouraged to utilize
other available resources, as necessary, to allow for a complete and informed decision;

(ii1) Provide fairness of opportunity in accordance with the requirements of paragraph (e) of this
clause; and

23



(iv) Give consideration to the conflicts of interest requirements of paragraph (d) of this clause.

(3) Withholding of data. (1) Data that is first produced as a result of research and development
activities conducted under a CRADA and that would be a trade secret or commercial or financial
data that would be privileged or confidential, if such data had been obtained from a non-Federal
third party, may be protected from disclosure under the Freedom of Information Act as provided
in the Stevenson-Wydler Technology Innovation Act of 1980, as amended (15 U.S.C.
3710a(c)(7)) for a period as agreed in the CRADA of up to five (5) years from the time the data
is first produced or otherwise as delineated in Stevenson-Wydler, as amended. The DOE shall
cooperate with the Contractor in protecting such data.

(ii1) A final technical report, upon completion of a CRAD ANha @0 to DOE’s Office
of Scientific and Technical Information; reports marked as A Information will

not be released to the public for a period in accord f the CRADA

(iv) In addition to its authority to license intellect Contractor may enter into
licensing agreements with third parties for da d by the Contractor under a CRADA
subject to other provisions of this contract How, ntractor shall neither use the
protection against dissemination nor t ta as an alternative to the submittal of

invention disclosures which inclu cted pufSuant to paragraph (n)(3)(i) of this clause.

(4) SPP and user facility prog
available for use by the Contr
prospective CRADA pa

n t0 CRADAs. The Contractor agrees to inform
intending to substantially pay full cost recovery for
availability of alternative forms of agreements, i.e.,

at the transfer of technology to the U.S. domestic economy
equity considerations dictate, an arrangement other than the Class
sponsor in SPP and UFAs, a request may be made to the
exception to the Class Waivers.

ntions made under agreements other than funding agreements with third
erned by the appropriate provisions incorporated, with DOE approval, in such

contained in tht tract. Disposition of rights under any such agreement shall be in accordance
with any DOE class waiver (including SPP and User Class Waivers) or individually negotiated
waiver which applies to the agreement.

(5) Conflicts of interest. (1) Except as provided in paragraph (n)(5)(ii1) of this clause, the
Contractor shall assure that no employee of the Contractor shall have a substantial role

(including an advisory role) in the negotiation, approval or performance of a technology transfer
agreement, if, to such employee's knowledge--
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(A) Such employee, or the spouse, child, parent, sibling, or partner of such employee, or an
organization (other than the Contractor) in which such employee serves as an officer, director,
trustee, partner, or employee—

(1) Holds financial interest in any entity, other than the Contractor, that has a substantial interest
in the entity of the technology transfer agreement; or

(2) Receives a gift or gratuity from any entity, other than the Contractor, that has a substantial
interest in the entity of the technology transfer agreement; or

(B) A financial interest in any entity, other than the Contractor, that has a subst 1nterest in
the entity of the technology transfer agreement, is held by any person or organizatio

such employee is negotiating or has any arrangement concerning prospecti

(ii1) The requirements of paragraphs (n)(5)(i) and (n)(5)(ii
where the Contracting Officer is advised by the Contractor
employee described in those paragraphs of the nature of and
described in paragraph (n)(5)(i) of this clause, an
financial interest is not so substantial as to be co
Contractor employee's participation in the p
technology transfer agreement.

participation of an
financial interest

g Officer determines that such
affect the integrity of the
otiation, approval or performance of the

SS O

(o) Technology transfer in other cost- ts. In conducting research and
development activities in cost-sha nts not overed by paragraph (n) of this clause, the
Contractor, with prior written Contracting Officer, may provide for the

known as “TechnodP
organizations regard

(p) Technology partn ﬁ ' ) The Contractor agrees to establish a position to be

MlPand actions of the Contractor with respect to technology
ADAS) patents owned by the Contractor for inventions made at the

(1) Serving as the focal point for assisting the public and industry in resolving complaints and
disputes with the laboratory or facility regarding technology partnerships, patents, and
technology licensing;

(i1) Promoting the use of collaborative alternative dispute resolution techniques such as
mediation to facilitate the speedy and low cost resolution of complaints and disputes, when
appropriate; and
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(i11) Submitting a quarterly report, in a format provided by DOE, to Director of the DOE Office
of Dispute Resolution and the Contracting Officer concerning the number and nature of
complaints and disputes raised, along with the Ombudsman's assessment of their resolution,
consistent with the protection of confidential and sensitive information.

(End of clause)

Alternate I (AUG 2002). (Deviation) As prescribed in 970.2770—4(b), add the following
definition and new paragraph (q):

Privately funded technology transfer means the prosecuting, maintaining, hcensmg,
marketing of mventlons which are not owned by the Government (and no

Competitiveness, (g) Indemnity—product liability, (h) Dis comg and (i) Transfer to
successor contractor of this clause are intended to apply to
I sed elsewhere in the

Alternate I1 (DEC 2000). (Deviation) As prgscri i —4(c), the Contracting Officer
shall substitute the phrase “weapon productio ili herever the word “laboratory” appears
in the clause.
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970.5227-4 Authorization and consent. (Deviation)
Insert the following clause in solicitations and contracts in accordance with 970.2702—1.
AUTHORIZATION AND CONSENT (AUG 2002)(DEVIATION)

(a) The Government authorizes and consents to all use and manufacture of any invention
described in and covered by a United States patent in the performance of this contract or any
subcontract at any tier.

(b) If the Contractor is sued for copyright infringement or anticipates the filing of such a lawsuit,

whether to grant such request.

(c)(1) The Contractor agrees to include, and require inclusion of, the A
clause at 48 CFR 52.227-1, without Alternate I, but suitably modi
all subcontracts expected to exceed the simplified acquisition t
services, including construction, architect-engineer services,
samples, and design or testing services.

(2) The Contractor agrees to include, and require inclusion
and Consent clause, suitably modified to identify t i ntracts at any tier for
research and development activities expected to ggcee infMlified acquisition threshold.

(3) Omission of an authorization and consen
valued less than the simplified acquisition thre

contract, including those
not affect this authorization and

consent.

970.5227-5 Notice and assis atent and copyright infringement.

(Deviation)

Insert the following claugain sq@citati d contracts in accordance with 970.2702-2:
NOTICE AP GARDING PATENT AND COPYRIGHT

MENT (DEC 2000)(DEVIATION)

detail, each of patent or copyright infringement based on the performance of this
contract of ctor has knowledge.

es a claim or suit against the Government on account of any alleged patent or
ent arising out of the performance of this contract or out of the use of any

possession of the Contractor pertaining to such suit or clalm Except where the Contractor has
agreed to indemnify the Government, the Contractor shall furnish such evidence and information
at the expense of the Government.

(c) The Contractor agrees to include, and require inclusion of, this clause suitably modified to
identify the parties, in all subcontracts at any tier expected to exceed the simplified acquisition
threshold.

(End of clause)
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970.5227-10 Patent rights—management and operating contracts, nonprofit organization
or small business firm contractor. (Deviation)

As prescribed in 970.2703-1(b)(2), insert the following clause:

PATENT RIGHTS - MANAGEMENT AND OPERATING CONTRACTS, NONPROFIT
ORGANIZATION OR SMALL BUSINESS FIRM CONTRACTOR

(DEC 2000)(DEVIATION)

(a) Definitions. DOE licensing regulations means the Department of Energ
regulations at 10 CFR part 781.

provisional U.S. national application for patent as defined i
respectively, the first international application filed gnder th
defined in 37 CFR 1.9(b) which designates the Upi
Variety Protection certificate, as applicable.

is ay be patentable or otherwise
or novel variety of plant which is or
t (7 U.S.C. 2321 et seq.).

Made when used in relation to a eans the conception or first actual reduction to
practice of such invention.

Invention means any invention or discovery
protectable under Title 35 of the United States
may be protected under the Plant Vari

r other institution of higher education or an
501(c)(3) of the Internal Revenue Code of 1954 (26
under section 501(a) of the Internal Revenue Code (26
ientific or educational organization qualified under a state

Nonprofit organization means
organization of the typg ib
U.S.C. 501(c)) and ¢
U.S.C. 501(a)) or 4

Wcess or method; or to operate, in the case of a machine or system; and, in each
case, under nditions as to establish that the invention is being utilized and that its benefits
are, to the extent permitted by law or Government regulations, available to the public on
reasonable terms.

Small business firm means a small business concern as defined at section 2 of Pub. L. 85-536
(15 U.S.C. 632) and implementing regulations of the Administrator of the Small Business
Administration. For the purpose of this clause, the size standards for small business concerns
involved in Government procurement and subcontracting at 13 CFR 121.3—-8 and 13 CFR 121.3—
12, respectively, are used.
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Statutory Period means the one-year period before the effective filing date of a claimed
invention during which exceptions to prior art exist per 35 U.S.C. 102(b) as amended by the
Leahy-Smith America Invents Act, Public Law 112-29.

Subject Invention means any invention of the contractor conceived or first actually reduced to
practice in the performance of work under this contract, provided that in the case of a variety of
plant, the date of determination (as defined in section 41(d) of the Plant Variety Protection Act, 7
U.S.C. 2401(d)) shall also occur during the period of contract performance.

(b) Allocation of Principal Rights. (1) Retention of title by the Contractor. Except for
exceptional circumstance subject inventions, the contractor may retain the entire itle, and
interest throughout the world to each subject invention subject to the provisigg

Federal government shall have a nonexclusive, nontransferable, irrevog
practice or have practiced for or on behalf of the United States the gbj
the world.

(2) Treaties and international agreements. Any rights acquir
inventions are subject to any disposition of right, title, or i ct inventions
provided for in treaties or international agreements identifie ce of International
Affairs (International Commitments—IEC) (http:// ' uments), or other rights
which are necessary for the Government to meetgts O foreign governments, their
nationals and international organizations under s ernational agreements with
respect to subject inventions.

(3) Exceptional circumstance subject igyention the extent that rights are retained by
the Contractor in a determination of exSgati stances or granted to a contractor through
a determination of greater rights j e with subparagraph (b)(4) of this clause, the

ntife right, title, and interest, throughout the world,
ct inventions.

(B) Storage ) ivilian high-level nuclear waste and spent fuel technology; and

(C) Nagional ologies classified or sensitive under Section 148 of the Atomic

related to t ceptional circumstance subject inventions under U.S.C. § 202, maintained by the
Office of the nt General Counsel for Technology Transfer and Intellectual Property,
include but is not limited to the following—

(A) DOE Steel Initiative and Metals Initiative;
(B) U.S. Advanced Battery Consortium;

(C) Any funding agreement which is funded in part by the Electric Power Research Institute
(EPRI) or the Gas Research Institute (GRI);

(D) Any funding agreement related to Energy Efficiency, Storage, Integration and Related
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http://energy.gov/ia/iec-documents

Technologies, Renewable Energy, and Advanced Energy Technologies which is funded by the
Office of Energy Efficiency and Renewable Energy (EERE) or the Advanced Research Projects
Agency — Energy (ARPA-E);

(E) Solid State Energy Conversion Alliance (SECA), if the Contractor is a participant in the
“Core Technology Program™; and

(F) Solid State Lighting (SSL) Program, if the Contractor is a participant in the “Core
Technology Program.”

(i1i1) DOE reserves the right to unilaterally amend this contract to modify, by del
insertion, technical fields, tasks, or other classifications for the purpose of determint
exceptional circumstance subject inventions.

Contractor may request rights greater than allowed by the exceptio ‘
determination in an exceptional circumstance subject invention b i equest in

exceptional circumstance subject
invention, a Contractor employee-inventor, aft ion with the Contractor and with
written authorization from the Contra in a th 10 CFR 784.9(b)(4), may request
greater rights, including title, in the sub)Sgig i the exceptional circumstance invention
nt or refuse to grant such a request by the
Contractor employee-inventor

rnment employees' subject inventions. If a
a subject invention or of an exceptional
circumstance subjegg the Contractor has rights, the Government may assign or

(6) Government assignment o

refuse to assign to W@ gy rights in the subject invention or exceptional circumstance
subject invention acq gl by the Government from the Government employee, in accordance
with 48 CFK he rights assigned to the Contractor are subject to any provision of
this clause t Mo subject inventions in which the Contractor retains title, including
reserv ent of a nonexclusive, nontransferable, irrevocable, paid-up license,
except pntractor shall file its Initial Patent Application claiming the subject invention
or excep mstance invention within one (1) year after the assignment of such rights.
The Contr shall share royalties collected for the manufacture, use or sale of the subject

invention wit overnment employee.

(c) Subject invention disclosure, election of title and filing of patent application by contractor.
(1) Subject invention disclosure. The contractor will disclose each subject invention to the Patent
Counsel within two months after the inventor discloses it in writing to contractor personnel
responsible for patent matters. The disclosure to the agency shall be in the form of a written or
electronic report and shall identify the contract under which the invention was made and the
inventor(s) and all sources of funding by Budget and Resources (B&R) code and, if applicable,
the technology transfer agreement number for the invention. It shall be sufficiently complete in
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technical detail to convey a clear understanding to the extent known at the time of the disclosure,
of the nature, purpose, operation, and the physical, chemical, biological or electrical
characteristics of the invention. The disclosure shall also identify any publication, on sale or
public use of the invention and whether a manuscript describing the invention has been
submitted or made available for publication at the time of disclosure. The disclosure shall
identify if the invention falls within an exceptional circumstance field. DOE will make a
determination and advise the Contractor within 30 days of receipt of an invention disclosure as to
whether the invention is an exceptional circumstance subject invention. In addition, after
disclosure to the Patent Counsel, the Contractor will notify the agency of any ac

related to a treaty or international agreement.

(2) Election by the Contractor. Except as provided in paragra
Contractor will elect in writing whether or not to retain titlegt
the Federal agency within two years of disclosure to the Fe . ever, in any case
where publication, on sale or public use has initiated the Sta ) herein valid patent
protection can still be obtained in the United State ioor electlon of title may be

shortened by the agency to a date that is no mora@Ran i
Period.

(3) Filing of patent applications by the Contra
Application on a subject invention to yggich it
of title or, if earlier, or prior to the end

Thegontractor will file its Initial Patent
o reWin title within one year after election

file patent applications in addi i international patent offices within either ten
months of the corresponding
is granted by the Comijasd
where such filing ha

(4) Contractor's r&
disclosure, election,

Q cusion of time. Requests for an extension of the time for
; ing under subparagraphs (c)(1), (2) and (3) may, at the discretion of

ng the course of the work under this contract, the Contractor may
information regarding scientific or technical developments conceived

responsible for patent matters prior to disclosure of publications in order that public disclosure of
such information will not adversely affect the patent interest of DOE or the Contractor.

(6) Reporting to DOE and Approvals. Whenever possible in this paragraph (c), the Government
electronic reporting system (e.g., iEdison or similar system) shall be used for reporting and
approvals.

(d) Conditions when the Government may obtain title. The Contractor will convey to the DOE,
upon written request, title to any subject invention—
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(1) If the Contractor fails to disclose or elect title to the subject invention within the times
specified in paragraph (c) of this clause, or elects not to retain title.

(2) In those countries in which the Contractor fails to file a patent application within the times
specified in subparagraph (c) of this clause; provided, however, that if the Contractor has filed a
patent application in a country after the times specified in subparagraph (c) above, but prior to its
receipt of the written request of the DOE, the Contractor shall continue to retain title in that
country.

(3) In any country in which the Contractor decides not to continue the prosecution of any
application for, to pay the maintenance fees on, or defend in a reexamination or 0
proceeding on, a patent on a subject invention.

(4) If the Contractor requests that DOE acquire title or rights from the

for a Contractor license. The Contractor may request the rig
nonexclusive, royalty-free license throughout the
Government obtains title, except if the Contract
specified in paragraph (c) of this clause. DO

ubjectinvention to which the
the invention within the times
to grant such a request by the
ntractor's license will normally extend

Contractor is a party and includes the r icenses of the same scope to the extent
the Contractor was legally oblig t the time the contract was awarded. The license is

of the contractor's business to {hich the if@entidn pertains.

ent necessary to achieve expeditious practical
ion pursuant to an application for an exclusive license submitted

in accordance with & sions at 37 CFR part 404 and DOE licensing regulations at
10 CFR pa se will not be revoked in the field of use or the geographical areas in
which the C eved practical application and continues to make the benefits of the
subjecginven y accessible to the public. The license in any foreign country may be

revokefor mo d at the discretion of DOE to the extent the Contractor, its licensees, or the
ies or affiliates have failed to achieve practical application of the subject
invention reign country.

(3) Notice of 1 tion of modification of a Contractor license. Before revocation or
modification of the license, DOE will furnish the Contractor a written notice of its intention to
revoke or modify the license, and the Contractor will be allowed thirty days (or such other time
as may be authorized by DOE for good cause shown by the Contractor) after the notice to show
cause why the license should not be revoked or modified. The Contractor has the right to appeal,
in accordance with applicable regulations in 37 CFR part 404 and DOE licensing regulations at
10 CFR part 781 concerning the licensing of Government owned inventions, any decision
concerning the revocation or modification of the license.
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(f) Contractor action to protect the Government's interest. (1) Execution of delivery of title or
license instruments. The Contractor agrees to execute or to have executed, and promptly deliver
to the Patent Counsel all instruments necessary to accomplish the following actions:

(1) Establish or confirm the rights the Government has throughout the world in those subject
inventions to which the Contractor elects to retain title; and

(i1) Convey title to DOE when requested under subparagraphs (b) or paragraph (d) of this clause
and to enable the Government to obtain patent protection throughout the world in that subject
invention.

(2) Contractor employee agreements. The Contractor agrees to require, by ertten a ent, its
employees, other than clerical and nontechnical employees, to disclose prog

Contractor personnel identified as responsible for the administration of g a
format suggested by the Contractor, each subject invention made unde ordeNghat
the Contractor can comply with the disclosure provisions of para i se, and to
execute all papers necessary to file patent applications on subjg 1 Wl gPxstablish the

minimum, the information required by subparagraph (c)(1 Contractor shall
instruct such employees, through employee agreements or o cational programs,
on the importance of reporting inventions in suffici i i filing of patent

applications prior to U.S. or foreign statutory ba

actor will notify the Patent
ntinue the prosecution of a patent

tion or opposition proceeding on a
xpiration of the response period required

(3) Notification of discontinuation of patent
Counsel of any decision not to file a patent ap
application, pay maintenance fees, or dgfend i
patent, in any country, not less than 60
by the relevant patent office.

(4) Notification of Governmen
of any United States patent ap
invention, the followinggigs

any patent issuing thereon covering a subject
ention was made with government support under

procedures. The Contractor shall establish and maintain active and
re that subject inventions are promptly identified and timely

(1) The filing date, serial number, title, and a copy of the patent application (including an
English-language version if filed in a language other than English);

(i1) An executed and approved instrument fully confirmatory of all Government rights in the
subject invention; and

(ii1) The patent number, issue date, and a copy of any issued patent claiming the subject
invention.
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(7) Duplication and disclosure of documents. The Government may duplicate and disclose
subject invention disclosures and all other reports and papers furnished or required to be
furnished pursuant to this clause; provided, however, that any such duplication or disclosure by
the Government is subject to the confidentiality provision at 35 U.S.C. 205 and 37 CFR part 401.

(g) Subcontracts. (1) Subcontractor subject inventions. The Contractor shall not obtain rights in
the subcontractor's subject inventions as part of the consideration for awarding a subcontract.

(2) Inclusion of patent rights clause—non-profit organization or small business firm
subcontractors. Unless otherwise authorized or directed by the Contracting Officer, the

small business firms. Except for the subcontracts describe
the Contractor shall include the patent rights clause at 48 C
identify the parties, in any contract for experimenta,

suitably modified to
onstration or research

(4) DOE and subcontractor contract. With re contracts at any tier, DOE, the

subcontractor, and the Contractor agregthat th. igations of the parties created by this
clause constitute a contract between th
covered by the clause; provided, t nothing in this paragraph is intended to confer
any jurisdiction under the Con
(j) of this clause.

(5) Subcontractor refusg patent clause. 1f a prospective subcontractor refuses
to accept the terms o i e, the Contractor shall promptly submit a written
notice to the Cont tating the subcontractor's reasons for such a refusal, including
any relevant informa Wing disposition of the matter, and the Contractor shall not

gct without the written authorization of the Contracting Officer.

of the Con

(7) Identification o] subcontractor subject inventions. If the Contractor in the performance of this
contract becomes aware of a subject invention made under a subcontract, the Contractor shall
promptly notify Patent Counsel and identify the subject invention.

ing Officer, the Contractor shall furnish a copy of a subcontract.

(h) Reporting on utilization of subject inventions. The Contractor agrees to submit to DOE on
request, periodic reports, no more frequently than annually, on the utilization of a subject
invention or on efforts at obtaining such utilization that are being made by the Contractor or its
licensees or assignees. In addition, the Contractor shall provide data to DOE for the annual data
call for the Department of Commerce report that includes the number of patent applications filed,
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the number of patents issued, licensing activity, gross royalties received by the Contractor, and
such other data and information as DOE may reasonably specify. The Contractor also agrees to
provide additional reports as may be requested by DOE in connection with any march-in
proceeding undertaken by DOE in accordance with paragraph (j) of this clause. As required by
35 U.S.C. 202(c)(5), DOE agrees it will not disclose such information to persons outside the
Government without permission of the Contractor.

(1) Preference for United States Industry. Notwithstanding any other provision of this clause, the
Contractor agrees that neither it nor any assignee will grant to any person the exclusive right to
use or sell any subject invention in the United States unless such person agrees t product
embodying the subject invention or produced through the use of the subject invention

partially exclusive, or exclusive
upon terms that are reasonable

(k) Special provisions for contracts wt nizations. If the Contractor is a nonprofit
organization, it agrees that:

e approval of DOE, except where such assignment is
its primary functions the management of inventions;
to the same provisions of this clause as the

usiness firm has a plan or proposal for marketing the invention which,
ally as likely to bring the invention to practical application as any plans or
proposa licants that are not small business firms; provided, that the Contractor is also
all business firm has the capability and resources to carry out its plan or
proposal. Th ision whether to give a preference in any specific case will be at the discretion
of the Contractor. However, the Contractor agrees that the Secretary of Commerce may review
the Contractor's licensing program and decisions regarding small business firm applicants, and
the Contractor will negotiate changes to its licensing policies, procedures, or practices with the
Secretary of Commerce when that Secretary's review discloses that the Contractor could take
reasonable steps to more effectively implement the requirements of this subparagraph (k)(2).
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(3) Contractor licensing of subject inventions. To the extent that it provides the most effective
technology transfer, licensing of subject inventions shall be administered by Contractor
employees on location at the facility.

(1) Communications. The Contractor shall direct any notification, disclosure or request provided
for in this clause to the Patent Counsel assisting the DOE contracting activity.

(m) Reports. (1) Interim reports. Upon DOE's request, the Contractor shall submit to DOE, no
more frequently than annually, a list of subject inventions disclosed to DOE during a specified
period, or a statement that no subject inventions were made during the spemﬁed erlod and a list

performance period.

(n) Records relating to subject inventions—(1) Co liance? Until the expiration of
three (3) years after final payment under this co ting Officer or any authorized
representative may examine any books (inclygl ooks), records, documents,
and other supporting data of the Contractor, ntracting Officer or authorized
representative deems reasonably pertingnt to t
including exceptional circumstance su

with any requirement of this cla

disclosed by the Contractor to OE and tAl Contracting Officer believes the unreported
invention may be a subjgs ing exceptional circumstance subject inventions,

amination of records under this paragraph is subject to appropriate
nfidentiality of the information involved.

(o) Facilities . In addition to the rights of the parties with respect to inventions or
discoveries conceived or first actually reduced to practice in the course of or under this contract,
the Contractor agrees to and does hereby grant to the Government an irrevocable, nonexclusive,
paid-up license in and to any inventions or discoveries regardless of when conceived or actually
reduced to practice or acquired by the Contractor at any time through completion of this contract
and which are incorporated or embodied in the construction of the facility or which are utilized
in the operation of the facility or which cover articles, materials, or product manufactured at the
facility (1) to practice or have practiced by or for the Government at the facility, and (2) to
transfer such license with the transfer of that facility. Notwithstanding the acceptance or exercise
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by the Government of these rights, the Government may contest at any time the enforceability,
validity or scope of, or title to, any rights or patents herein licensed.

(p) Atomic Energy. (1) Pecuniary awards. No claim for pecuniary award of compensation under
the provisions of the Atomic Energy Act of 1954, as amended, may be asserted with respect to
any invention or discovery made or conceived in the course of or under this contract.

(2) Patent agreements. Except as otherwise authorized in writing by the Contracting Officer, the
Contractor shall obtain patent agreements to effectuate the provisions of subparagraph (p)(1) of
this clause from all persons who perform any part of the work under this contract, except
nontechnical personnel, such as clerical employees and manual laborers.

(q) Classified inventions. (1) Approval for filing a foreign patent applicatig

first obtaining the written approval of the Contracting Officer.

(2) Transmission of classified subject matter. 1f in accordance i ontractor

transmission of classified subject matter. If the Contractor tr
disclosing a classified subject invention to the Unit:
(USPTO), the Contractor shall submit a separatoqaiter
contracts by agency and agreement number tjgat reqqe securl
placed on the patent application.

nt application
rademark Office

TO identifying the contract or
assification markings to be

r agyees to include the substance of this
to cover subject matter classified for

(3) Inclusion of clause in subcontract
clause in subcontracts at any tier that co
reasons of security.

(r) Patent functions. Upon the jlritten reqggst 0®the Contracting Officer or Patent Counsel, the
to support DOE in accomplishing patent-related
t, including, but not limited to, the prosecution of

evaluate the tor's effectiveness in identifying and protecting subject inventions in
accordance with DOE policy.

(u) Unauthorized Access. The contractor will protect all invention reports, unpublished patent
applications and other invention related information from unauthorized access and disclosure
using at least commonly available techniques and practices. In the event that the Contractor
becomes aware of unauthorized access to invention reports, unpublished patent applications and
other invention related information, the Contractor shall notify Patent Counsel within 7 days.

(End of clause)
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Alternate I Weapons related subject inventions. (Deviation) As prescribed at 970.2703-2(g),
insert the following definition in paragraph (a) and subparagraph (b)(7), respectively:

(a) Definitions. Weapons related subject invention means any subject invention conceived or first
actually reduced to practice in the course of or under work funded by or through defense
programs, including Department of Defense and intelligence reimbursable work, or the Naval
Nuclear Propulsion Program of the Department of Energy or the National Nuclear Security
Administration.

(b) Allocation of principal rights. (7) Weapons related subject inventions. Except to the extent
that DOE is solely satisfied that the Contractor meets certain procedural requirem: d DOE
grants rights to the Contractor in weapons related subject inventions, the Cogiactor docqggot
have the right to retain title to any weapons related subject inventions.

(End of alternate)

970.5227-12 Patent rights—management and operating con
patent waiver. (Deviation)

PATENT RIGHTS—MANAGEMENT AND O
CONTRACTOR, PATENT WAIQER

(a) Definitions.
Department of Energy (DOE), as used in this cl

Administration (NNSA), and unless ot 1
efforts of the DOE and NNSA.

CONTYRACTS, FOR-PROFIT
0) (DEVIATION)

inC¥@les the National Nuclear Security
or indicated, includes the coordinated

DOE licensing regulations mchs the Depftmeht of Energy patent licensing regulations at 10
CFR part 781.

DOE patent waiver 148
CFR part 784.
Exceptional Circums’NQe Subject Invention means any subject invention in a technical field or

related to a term1W@ll by the Department of Energy to be subject to an exceptional
circumstanc . 202(a)(i1), and in accordance with 37 CFR 401.3(e).

Initial Qatent cation means, as to a given Subject Invention, the first provisional or non-
isi ational application for patent as defined in 37 CFR 1.9(a)(2) and (3),

st international application filed under the Patent Cooperation Treaty as
defined in 1.9(b) which designates the United States, or the first application for a Plant
Variety Protection Certificate, as applicable.

Department of Energy patent waiver regulations at 10

Invention means any invention or discovery which is or may be patentable or otherwise
protectable under title 35 of the United States Code, or any novel variety of plant which is or
may be protected under the Plant Variety Protection Act (7 U.S.C. 2321, et seq.).

Made when used in relation to any invention means the conception or first actual reduction to
practice of such invention.
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Patent Counsel means DOE Patent Counsel assisting the DOE contracting activity. The Patent Counsel
is the first and primary point of contact for activities described in this clause.

Practical application means to manufacture, in the case of a composition or product; to practice,
in the case of a process or method; or to operate, in the case of a machine or system; and, in each
case, under such conditions as to establish that the invention is being utilized and that its benefits
are, to the extent permitted by law or Government regulations, available to the public on
reasonable terms.

Statutory period means the one-year period before the effective filing date of a c#gggd invention

America Invents Act, Public Law 112-29.

Subject Invention means any invention of the Contractor conceived or 4
practice in the course of or under this contract, provided that in the

(b) Allocation of Principal Rights. (1) Assignment to the G 4 o the extent that
rights are retained by the Contractor by the granting of an a 1ver pursuant to
subparagraph (b)(2) of this clause or a determinatio i rsuant to subparagraph

(2) Advance class waiver of Government righ tractor. DOE may grant to the
Contractor an advance class waiver of Govern i
time of execution of the contract, such
and interest throughout the worl ved subject inventions, in accordance with the
terms and conditions of the ad
advance class waiver, any rig
advance class waiver are subj
Government license
conditions deemed,

invention retained by the Contractor under an
. 203 and the provisions of this clause, including the

Y agraph (b)(3) of this clause, and any reservations and
@ ¢ by the Secretary of Energy or designee.

1th reSPect to any subject invention to which the Contractor retains
yce class waiver pursuant to subparagraph (b)(2) or a determination of

(3) Government liceRQy
title, either

nontragsferab e, paid-up license to practice or have practiced for or on behalf of the
United\Rtates tNgSubject invention throughout the world.

ights. If the Government has title to a subject invention and the Government

Contractor ma est such foreign patent rights from DOE, and DOE may grant the
Contractor's request, subject to 35 U.S.C. 203 and the provisions of this clause, including the
Government license provided for in subparagraph (b)(3) of this clause, and any reservations and
conditions deemed appropriate by the Secretary of Energy or designee.

(5) Treaties and international agreements. Any rights acquired by the Contractor in subject
inventions are subject to any disposition of right, title, or interest in or to subject inventions
provided for in treaties or international agreements identified at DOE’s Office of International
Affairs (international Commitments—IEC) (http://energy.gov/ia/iec-documents), or other rights
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which are necessary for the Government to meet its obligations to foreign governments, their
nationals and international organizations under such treaties or international agreements with
respect to subject inventions.

(6) Exceptional circumstance subject inventions. Except to the extent that rights are retained by
the Contractor by a determination of greater rights in accordance with subparagraph (b)(7) of this
clause, the Contractor does not have the right to retain title to any exceptional circumstance
subject inventions and agrees to assign to the Government the entire right, title, and interest,
throughout the world, in and to any exceptional circumstance subject inventions.

(1) Inventions within or relating to the following fields of technology are exceptio
circumstance subject inventions--

(A) Uranium enrichment technologys;

(B) Storage and disposal of civilian high-level nuclear waste and sp

Energy Act (42 U.S.C. 2168).

(i1) As determined by the DOE, inventions made under an ct or subcontract,
related to the exceptional circumstance subject inventions u h, 2, maintained by the
Office of the Assistant General Counsel for Techng ellectual Property,
include but is not limited to the following—

(A) DOE Steel Initiative and Metals Initiativ
(B) U.S. Advanced Battery Consortium;

(C) Any funding agreement which is i the Electric Power Research Institute
(EPRI) or the Gas Research Instit

Technologies, Renewable En
Office of Energy Efficieg

Agency — Energy (ARJIR-18
(E) Solid State End *@ o=
“Core Technology P ”.

(F) Solid St# ghting
Technology .

nced Energy Technologies which is funded by the
Energy (EERE) or the Advanced Research Projects

DOE exceptional circumstance subject inventions.

(7) Contractor request for greater rights. The Contractor may request greater rights in an
identified subject invention, including an exceptional circumstance subject invention, to which
the Contractor does not have the right to elect to retain title, in accordance with the DOE patent
waiver regulations, by submitting such a request in writing to Patent Counsel with a copy to the
Contracting Officer at the time the subject invention is first disclosed to DOE pursuant to
subparagraph (c)(1) of this clause, or not later than eight (8) months after such disclosure, unless
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a longer period is authorized in writing by the Contracting Officer for good cause shown in
writing by the Contractor. DOE may grant or refuse to grant such a request by the Contractor.
Unless otherwise provided in the greater rights determination, any rights in a subject invention
obtained by the Contractor under a determination of greater rights is subject to 35 U.S.C. 203
and the provisions of this clause, including the Government license provided for in subparagraph
(b)(3) of this clause, and to any reservations and conditions deemed appropriate by the Secretary
of Energy or designee.

(8) Contractor employee-inventor rights. If the Contractor does not elect to retain title to a
subject invention or does not request greater rights in a subject invention, inclu

employee-inventor.

(9) Government assignment of rights in Government empl
employee is a joint inventor of a subject invention to which
assign or refuse to assign any rights in the subject invention

as rights, DOE may
e Government from
(d). Unless otherwise

re subject to the Government

applicable to subject inventions in which rlght
reservations and conditions deemed a etary of Energy or designee. The

Contractor shall share royalties collecte cture, use or sale of the subject invention
with the DOE employee.

(¢) Subject invention disclosu 1 '118Pand filing of patent application by Contractor.
(1) Subject invention disclosu The Contjlctor shall disclose each subject 1nvent10n to Patent

it in writing to cont nsible for patent matters or, if earlier, within six (6)
months after the C§ ledge of the subject invention, but in any event no less than
60 days before any o s, public use, or publication of the subject invention. The disclosure to

a written or electronic report and shall include:

or electrical characteristics of the subject invention, to the extent known by
the Contractor at the time of the disclosure;

(iv) The date and identification of any publication, on sale or public use of the invention;

(v) The date and identification of any submissions for publication of any manuscripts describing
the invention, and a statement of whether the manuscript is accepted for publication, to the extent
known by the Contractor at the time of the disclosure;
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(vi) A statement indicating whether the subject invention is an exceptional circumstance subject
invention, related to national security, or subject to a treaty or an international agreement, to the
extent known or believed by Contractor at the time of the disclosure;

(vii) All sources of funding by Budget and Resources (B&R) code and, if applicable, the
technology transfer agreement numbers; and

(viii) The identification of any agreement relating to the subject invention, including Cooperative
Research and Development Agreements and Strategic Partnership Projects agreements.

Unless the Contractor contends otherwise in writing at the time the invention is
inventions disclosed to DOE under this paragraph are deemed made in the manner s
Sections (a)(1) and (a)(2) of 42 U.S.C. 5908.

circumstance subject invention or any subject invention rel
agreement.

(3) Election by the Contractor under an advance the Contractor has the right to
iver granted in accordance

ise provided for by the terms of the
whether or not to retain title to any

the date of the disclosure of the

aph (c)(1) of this clause. The notification

e countries, including the United States, in which

advance class waiver, the Contractor shall elec
subject invention by notifying DOE wigki

subject invention or subject to rnational agreement. If a publication, on sale or
public use of the subjecigaent inj

Contractor etain title to a subject invention in accordance with an advance class
waiver pursh aph (b)(2) of this clause or a determination of greater rights
pursuajt to pa' ) of this clause, and unless otherwise provided for by the terms of the
advanc ver or greater rights determination, the Contractor shall file Initial Patent

the Contra election to retain or grant of title to the subject invention or prior to the end of
any Statutory whichever occurs first. Any patent applications filed by the Contractor in
foreign countries or international patent offices shall be filed within either ten (10) months of the
corresponding first filed patent application or, if such filing has been prohibited by a Secrecy
Order, within six (6) months from the date permission is granted by the Commissioner of Patents
and Trademarks to file foreign patent applications.

(5) Submission of patent information and documents. 1f the Contractor files a domestic or foreign
patent application claiming a subject invention, the Contractor shall promptly submit to Patent
Counsel, upon request, the following information and documents:
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(1) The filing date, serial number, title, and a copy of the patent application (including an
English-language version if filed in a language other than English);

(i1) An executed and approved instrument fully confirmatory of all Government rights in the
subject invention; and

(ii1) The patent number, issue date, and a copy of any issued patent claiming the subject
invention.

(6) Contractor's request for an extension of time. Requests for an extension of the time to
disclose a subject invention, to elect to retain title to a subject invention, or to fi
application under subparagraphs (c)(1), (3), and (4) of this clause may be granted at
discretion of Patent Counsel or DOE.

(7) Duplication and disclosure of documents. The Government may dyg

(8) Reporting to DOE and Approvals. Whenever possible i , the Government
electronic reporting system (e.g., iEdison or similar system
approvals.

(d) Conditions when the Government may obtai ding an advance class waiver.

that DOE acquire title or

subparagraph (b)(7) of this clause, D uch title or rights from the Contractor, or
DOE may decide against acquirin

ent application within the times specified in subparagraph (c)(4) of
ay request, in writing, title to the subject invention from the Contractor, and
the Con 1 convey title to the subject invention to DOE; provided, however, that if the
Contracto d a patent application in any country after the times specified in subparagraph
(c)(4) of this but prior to its receipt of DOE's written request for title, the Contractor
continues to retain title in that country.

(4) Discontinuation of patent protection by the Contractor. If the Contractor decides to not file a
non-provisional application, or to discontinue the prosecution of a patent application, the
payment of maintenance fees, or the defense of a subject invention in a reexamination or
opposition proceeding, in any country, DOE may request, in writing, title to the subject invention
from the Contractor, and the Contractor shall convey title to the subject invention to DOE.
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(5) Termination of advance class waiver. DOE may request, in writing, title to any subject
inventions from the Contractor, and the Contractor shall convey title to the subject inventions to
DOE, if the advance class waiver granted under subparagraph (b)(2) of this clause is terminated
under paragraph (u) of this clause.

(e) Minimum rights of the contractor. (1) Request for a Contractor license. Except for subject
inventions that the Contractor fails to disclose within the time periods specified at subparagraph
(c)(1) of this clause, the Contractor may request a revocable, nonexclusive, royalty-free license
in each patent application filed in any country claiming a subject invention and any resulting
patent in which the Government obtains title, and DOE may grant or refuse to g

Contractor's license in a subject invention, and DOE may det
is non-transferrable, on a case-by-case basis.

(3) Revocation or modification of a contractor license. DO
Contractor's domestic license to the extent necessa ous practical application
of the subject invention pursuant to an applicatiog fo e license submitted in

accordance with applicable provisions in 37 CFR E licensing regulations. DOE

practical applications and continues t
to the public. DOE may revoke or 1's license in any foreign country to the

tic subsidiaries or affiliates have failed to achieve

(4) Notice of revocation or mo contractor license. Before revocation or
modification of the li ish the Contractor a written notice of its intention to
revoke or modify tj and the Contractor shall be allowed thirty (30) days from the date
of the notice (or su ay be authorized by DOE for good cause shown by the
Contractor) to show cXg& why the license should not be revoked or modified. The Contractor
has the righ ecision concerning the revocation or modification of its license, in

accordance e Tegulations in 37 CFR part 404 and DOE licensing regulations.
() Co on to protect the Government's interest. (1) Execution and delivery of title or
license . The Contractor agrees to execute or have executed, and to deliver promptly

(1) Establish or rm the Government's rights throughout the world in subject inventions to
which the Contractor elects to retain title;

(i1) Convey title in a subject invention to DOE pursuant to subparagraph (b)(5) and paragraph (d)
of this clause; or

(ii1) Enable the Government to obtain patent protection throughout the world in a subject
invention to which the Government has title.
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(2) Contractor employee agreements. The Contractor agrees to require, by written agreement, its
employees, other than clerical and non-technical employees, to disclose promptly in writing to
contractor personnel identified as responsible for the administration of patent matters and in a
format suggested by the Contractor, each subject invention made under this contract, and to
execute all papers necessary to file patent applications claiming subject inventions or to establish
the Government's rights in the subject inventions. This disclosure format shall at a minimum
include the information required by subparagraph (c)(1) of this clause. The Contractor shall
instruct such employees, through employee agreements or other suitable educational programs,
on the importance of reporting inventions in sufficient time to permit the filing
applications prior to U.S. or foreign statutory bars.

(3) Contractor procedures for reporting subject inventions to DOE. The
establish and maintain effective procedures for ensuring the prompt id

effectiveness of such procedures by the Contracting Officer.

(4) Notification of discontinuation of patent protection. Wi
which the Contractor has responsibility for patent prosecuti
Counsel of any decision to discontinue the prosecution of a
maintenance fees, or defense of a subject invention
in any country, not less than 60 days before the

ation or opposition proceeding,
esponse period for any action

ubject invention to which the

ithin the specification of any United

t issuin@thereon claiming a subject invention, the
with Government support under (identify the

(5) Notification of Government rights. With res
Contractor has title, the Contractor ag to j
States patent application and withi
following statement, “This inv
contract) awarded by the Unit
rights in the invention.”

(8) Small PWQggess firm licensees. The Contractor shall make efforts that are reasonable under the
circumstances act licensees of subject inventions that are small business firms, and may
give a preference to a small business firm when licensing a subject invention if the Contractor
determines that the small business firm has a plan or proposal for marketing the invention which,
if executed, is equally as likely to bring the invention to practical application as any plans or
proposals from applicants that are not small business firms; provided, the Contractor is also
satisfied that the small business firm has the capability and resources to carry out its plan or
proposal. The decision as to whether to give a preference in any specific case is at the discretion
of the Contractor.
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(9) Contractor licensing of subject inventions. To the extent that it provides the most effective
technology transfer, licensing of subject inventions shall be administered by Contractor
employees on location at the facility.

(g) Subcontracts. (1) Subcontractor subject inventions. The Contractor shall not obtain rights in
the subcontractor's subject inventions as part of the consideration for awarding a subcontract.

(2) Inclusion of patent rights clause-non-profit organization or small business firm
subcontractors. Unless otherwise authorized or directed by the Contracting Officer, the
Contractor shall include the patent rights clause at 37 CFR 401.14, suitably modified to identify
the parties, in all subcontracts, at any tier, for experimental, developmental, demo jon or
research work to be performed by a small business firm or domestic nonpro

202 and subparagraph (b)(5) of this clause.

(3) Inclusion of patent rights clause-subcontractors other than no X s or small

ts at ally tier, DOE, the
the parties created by this

ith respect to those matters

this paragraph is intended to confer
ion with proceedings under paragraph

subcontractor and Contractor agree that the mut
clause constitute a contract between the subc,
covered by this clause; provided, however, th
any jurisdiction under the Contract Dis
(j) of this clause.

(5) Subcontractor refusal to acc ent rights clause. If a prospective subcontractor
refuses to accept the terms of i e, the Contractor shall promptly submit a

written notice to the Contractl
including relevant inforpas g disposition of the matter; and the Contractor shall

e written authorization of the Contracting Officer.

act. Upon the award of any subcontract at any tier

act, and the dates of award and estimated completion. Upon request

of the Qontra , the Contractor shall furnish a copy of a subcontract.
(7) Ide subcontractor subject inventions. If the Contractor in the performance of this
contract ware of a subject invention made under a subcontract, the Contractor shall

atent Counsel and identify the subject invention, with a copy of the notification

and identification 10 the Contracting Officer.

(h) Reporting on utilization of subject inventions. Upon request by DOE, the Contractor agrees to
submit periodic reports, no more frequently than annually, describing the utilization of a subject
invention or efforts made by the Contractor or its licensees or assignees to obtain utilization of
the subject invention. In addition, the Contractor shall provide data to DOE for the annual data
call for the Department of Commerce report that included the number of patent applications
filed, the number of patent issued, licensing activity, gross royalties received by the Contractor,
and other data and information reasonably specified by DOE. Upon request by DOE, the
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Contractor also agrees to provide reports in connection with any march-in proceedings
undertaken by DOE, in accordance with paragraph (j) of this clause. If any data or information
reported by the Contractor in accordance with this provision is considered privileged and
confidential by the Contractor, its licensee, or assignee and the Contractor properly marks the
data or information privileged or confidential, DOE agrees not to disclose such information to
persons outside the Government, to the extent permitted by law.

(1) Preference for United States industry. Notwithstanding any other provision of this clause the
Contractor agrees that with respect to any subject invention in which it retains tltle neither it nor
any ass1gnee may grant to any person the exclusive right to use or sell any subj

actor has elected to
e DOE patent waiver
see of a subject invention to

grant a nonexcluswe, partially excluswe or excl i WY field of use to a responsible

(j) March-in rights. With respect to any subject invention t
retain or is granted title, DOE may, in accordance with the p

Contractor, assignee or exclusive licensee refu equest, DOE has the right to grant such
a license itself under the patent waive

E's request, the Contractor shall submit to DOE, prior to closeout of
in three (3) months of the date of completion of the contracted work, a list of

subcontracts ining a patent clause and awarded by the Contractor during the contract
performance period, or a statement that no such subcontracts were awarded during the contract
performance period.

(m) Facilities license. In addition to the rights of the parties with respect to inventions or

discoveries conceived or first actually reduced to practice in the course of or under this contract,
the Contractor agrees to and does hereby grant to the Government an irrevocable, nonexclusive,
paid-up license in and to any inventions or discoveries regardless of when conceived or actually
reduced to practice or acquired by the contractor at any time through completion of this contract
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and which are incorporated or embodied in the construction of the facility or which are utilized
in the operation of the facility or which cover articles, materials, or products manufactured at the
facility—

(1) To practice or have practiced by or for the Government at the facilitys; and

(2) To transfer such license with the transfer of that facility. Notwithstanding the acceptance or
exercise by the Government of these rights, the Government may contest at any time the
enforceability, validity or scope of, or title to, any rights or patents herein licensed.

(n) Atomic energy. (1) Pecuniary awards. No claim for pecuniary award of co
the provisions of the Atomic Energy Act of 1954, as amended, may be asserted wit
any invention or discovery made or conceived in the course of or under thi

(2) Patent agreements. Except as otherwise authorized in writing by thg irN@Officcf@the
Contractor shall obtain patent agreements to effectuate the provisio \
this clause from all persons who perform any part of the work u
nontechnical personnel, such as clerical employees and manu

(o) Classified inventions. (1) Approval for filing a foreign

shall not file or cause to be filed an application or registrati sclosing a subject
invention related to classified subject matter in any country of@er tha United States without
first obtaining the written approval of the Contracti

(2) Transmission of classified subject matter. Jf in this clause the Contractor
files a patent application in the United States subject invention that is classified for
reasons of security, the Contractor shall observe, le security regulations covering the
transmission of classified subject matt tor transmits a patent application

United States Patent and Trademark Office
letter to the USPTO identifying the contract or

disclosing a classified subject inve

(3) Inclusion of clausg c Contractor agrees to include the substance of this
clause in subcontrg ier that cover or are likely to cover subject matter classified for
reasons of security.

(p) Records galati ontions. (1) Contractor compliance. Until the expiration of three (3)
years after f1 : er this contract, the Contracting Officer or any authorized

repres e any books (including laboratory notebooks), records, and documents
and ot ng data of the Contractor, which the Contracting Officer or authorized

represe s reasonably pertinent to the discovery or identification of subject inventions,

compliance requirements of this clause, including proper identification and disclosure of
subject inventions, and establishment and maintenance of invention disclosure procedures.

(2) Unreported inventions. If the Contracting Officer is aware of an invention that is not
disclosed by the Contractor to DOE, and the Contracting Officer believes the unreported
invention may be a subject invention, DOE may require the Contractor to submit to DOE a
disclosure of the invention for a determination of ownership rights.

(3) Confidentiality. Any examination of records under this paragraph is subject to appropriate
conditions to protect the confidentiality of the information involved.
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(4) Power of inspection. With respect to a subject invention for which the Contractor has
responsibility for patent prosecution, the Contractor shall furnish the Government, upon request
by DOE, an irrevocable power to inspect and make copies of a prosecution file for any patent
application claiming the subject invention.

(q) Patent functions. Upon the written request of the Contracting Officer or Patent Counsel, the
Contractor agrees to make reasonable efforts to support DOE in accomplishing patent-related
functions for work arising out of the contract, including, but not limited to, the prosecution of
patent applications, and the determination of questions of novelty, patentability, and
inventorship.

task related to exceptional circumstance technology or+2) any person
or international agreements as set forth in paragraph (b)(6) of this

than funding agreements. The Contracting Officer may disapprq ent.

evaluate the Contractor's effectiveness in identifying and p
accordance with DOE policy.

sel prior to releasing or
ents conceived or first actually
, e such release or publication
Contractor. At the discretion of the
ease may be delegated to the

(t) Publication. The Contractor shall receive appro

publishing information regarding scientific or te«@i
reduced to practice in the course of or under {ai
does not adversely affect the patent rights of
Patent Counsel, authority to review pulli
Contractor.

(u) Termination of contractor's, aiver. If a request by the Contractor for an
advance class waiver pursuan phW)(2) of this clause or a determination of greater
rights pursuant to paragraph (CgRf thls clajile contains false material statements or falls to

1 N

of any Government rights (in whole or in part) to the
mascd at the discretion of the Secretary of Energy or designee.
Prior to termination, 18 shall provide the Contractor with written notification of the

i ement of facts in support of the termination, and the Contractor shall

riting by the Contractor, to show cause for not terminating the waiver
ination of an advance class waiver or a determination of greater rights is
actor's license as provided for in paragraph (f) of this clause.

applications and other invention related information from unauthorized access and disclosure
using at least commonly available techniques and practices. In the event that the Contractor
becomes aware of unauthorized access to invention reports, unpublished patent applications and
other invention related information, the Contractor shall notify Patent Counsel within 7 days.

(End of clause)
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Alternate I - Weapons related subject inventions. (Deviation) As prescribed at 970.2703-2(g),
insert the following definition in paragraph (a) and add subparagraph (b)(10):

(a) Definitions. Weapons related subject invention means any subject invention conceived or first
actually reduced to practice in the course of or under work funded by or through defense
programs, including Department of Defense and intelligence reimbursable work, or the Naval
Nuclear Propulsion Program of the Department of Energy or the National Nuclear Security
Administration.

(b) Allocation of Principal Rights. (10) Weapons related subject inventions. Except to the extent
that DOE is solely satisfied that the Contractor meets certain procedural requirem:
grants rights to the Contractor in weapons related subject inventions, the Co
have a right to retain title to any weapons related subject inventions.

(End of alternate)
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